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ORDERS
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	[bookmark: InTheMatterOf] 

	[bookmark: Parties]BETWEEN:
	[bookmark: Applicant]ENCOMPASS CORPORATION PTY LTD ACN 140 556 896
First Applicant

SAI GLOBAL PROPERTY DIVISION PTY LTD ACN 089 872 286
Second Applicant


	AND:
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Respondent
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	[bookmark: JudgeText]JUDGE:
	[bookmark: Judge]PERRAM J

	DATE OF ORDER:
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THE COURT ORDERS THAT:

[bookmark: Order_Start_Text]Stand over for further hearing on the question of costs at 9:30 am on 26 April 2018.
The parties are to bring in short minutes of order giving effect to these reasons by 5 April 2018.
Any debate about orders be dealt with at the hearing on 26 April 2018.
The Respondent file and serve a submission not exceeding five (5) pages on costs within seven (7) days hereof.
The Applicants file and serve a five (5) page submission in response within a further seven (7) days.
The Respondent file and serve a three (3) page reply within a further three (3) days.
The reasons of the Court be embargoed until 12:00pm on 6 April 2018 and access to them be granted only to the representatives of the parties during that time.


Note:	Entry of orders is dealt with in Rule 39.32 of the Federal Court Rules 2011.
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[bookmark: ReasonsPage]REASONS FOR JUDGMENT
PERRAM J:
I.    Introduction
The First Applicant, Encompass Corporation Pty Ltd, is the proprietor of Australian Innovation Patent 2014101164 (‘the 164 Patent’) and Australian Innovation Patent 2014101413 (‘the 413 Patent’).  The Patents are very similar and are both entitled ‘Information displaying method and apparatus’.  Both commence with this statement about the background to the invention:
‘The present invention relates to a method and apparatus for displaying information and in one particular example, to a method and apparatus for displaying information relating to one or more entities, to thereby provide business intelligence.’

The priority date for both Patents is claimed to be 25 March 2013 which is the date that standard patent application number 2013201921 was filed (‘the 921 Priority Document’). Both Patents are divisional patents derived from that document.  The priority date is contested.
The Second Applicant, SAI Global Property Division Pty Ltd, is alleged to be the exclusive licensee of the Patents with the entitlement to exploit them in Australia.
The Applicants claim the Respondent, InfoTrack Pty Ltd, has infringed the Patents by the making available from its portal (www.infotrack.com.au) a computer platform entitled ‘Reveal’ from at least March 2015.
The Respondent admits that it has infringed the Patents, but denies that the Second Applicant is an exclusive licensee of them.  It also alleges by cross-claim that both Patents are invalid and liable to be revoked.  This was put on a number of bases: 
the invention the subject of the Patents is not a manner of manufacture; 
the Patents do not disclose the invention in a manner which is clear enough to allow a person skilled in the relevant art to perform it;  
the priority date for both Patents pre-dates 25 March 2013 which, if true, is accepted by both sides to mean that the Patents are invalid by reason of self-anticipation; 
both Patents lack novelty as a result of prior art citations;  
both Patents lack novelty by reason of self-anticipation; 
both Patents lack an innovative step; and
the First Applicant secretly used the Patents before the priority date.
In addition to those issues there are some preliminary issues of construction which it is necessary first to resolve in order to address the remaining issues.
II    Construction
1.    The Field of the Invention
Three experts were called to give evidence about these Patents.  They were, for the Applicants, Professor Grundy and Professor Estivell-Castro, and for the Respondent, Professor Takatsuka.  Although their various areas of expertise were not identical it is accurate to say that they all had expertise in software and computer engineering. They were in agreement that the field of the invention was the ‘field of information retrieval and data management including data visualisation’.
The Patents identify a problem existing in that field.  This is the problem of data about entities existing in many disparate databases.  For example, a person may be recorded as the owner of land in a database maintained by the Land Titles Office, as a director of one or more companies in the register of companies maintained by the Australian Securities and Investments Commission (‘ASIC’) and as a registered driver at a motor vehicle registry.  There can be difficulties in accessing all of this information about a person in a seamless way.  Some of the information is not public and some needs to be purchased.
The difficulties in searching for information about a person in multiple disparate databases are not new.  The Patents reveal at [4] that there exist in the prior art what they term federated search mechanisms.  By this it is meant mechanisms which can search across multiple databases and aggregate the results.  The Patents identify difficulties within these mechanisms, however.  One problem is that they are not particularly user-friendly and have limited ability to store data in different formats.  Another difficulty is that these mechanisms are said not to have been able to ‘evaluate business networks’.  It became clear during the trial that what this meant was there was no simple way to see as a result of multiple searches what connections might exist between various entities. For example, a search of a lot of land might reveal two individual owners who might also be shown by an ASIC search to be directors of several companies one of which owned the lot immediately next door.  The description of the Patents as being methods of displaying information relating to one or more entities by means of a network representation is a little abstract.  At [36] of the 164 Patent (and [40] of the 413 Patent) a schematic diagram of one such network representation was given as Figure 6:
[image: ]
Another difficultly identified at [6] and [7] of the 164 Patent, of some importance in this litigation, is the fact that different databases frequently store the objects within them in different formats.  One may store names with full Christian names, another with initials.  In some a postcode may be stored in a separate field to a street address; in others it may be part of the same field.  A related difficulty is that spelling errors inevitably intrude into databases.  Together, these problems can make it difficult to be sure that one is talking about the same person when conducting a search.
Professors Grundy and Takatsuka in their Joint Report both gave evidence that these were the problems which the Patents were designed to address.  
2.    Principles
The relevant principles of construction are not in dispute.  A useful distillation of them appears in Hely J’s reasons in Flexible Steel Lacing Co v Beltreco Ltd [2000] FCA 890; 49 IPR 331 (‘Flexible’) at 347-350 [70]-[81].  That decision has been frequently cited with approval:  see, e.g., Kinabalu Investments Pty Ltd v Barron & Rawson Pty Ltd [2008] FCAFC 178 at [44]-[45]; Jupiters Ltd v Neurizon Pty Ltd [2005] FCAFC 90; 222 ALR 155 at 168-9 [67]-[68].  I incorporate into these reasons the explication of the relevant construction principles in Flexible at [70]-[81].
Some of the construction issues involve the meaning of ordinary English words but a number involve technical terms upon which the Court received expert evidence.  I bear in mind the ordinary caution that one should not approach issues of construction with one eye on the alleged infringements, although this may perhaps have less purchase in the present case as infringement is admitted.
3.    The Patents
The 164 Patent begins with the background to the invention I have set out above.  At [2]-[12] it gives a description of the prior art.  At [3]-[9] it identifies the problems I have set out above when describing the field of the invention.  At the risk of repetition these are:
information provided across multiple different data depositories makes identifying and accessing relevant information difficult;
existing mechanisms for conducting ‘federated’ searches across multiple databases and aggregating the results are not user-friendly and have limited abilities to handle data stored in different formats;
existing mechanisms are not particularly useful for identifying information relating to specific entities across multiple data sources;
information in disparate data sources is often stored in different formats and there can be a lack of consistency in spelling which can make identifying an individual difficult;
federated searches give rise to a problem of de-duplication, i.e., identical records are treated as separate when they should be removed; and
whilst mechanisms for matching names exist these have not found widespread application.
The 164 Patent then gives a summary of two broad forms of the invention.  The first is of the invention as a method for displaying information relating to one or more entities, ‘the method including, in an electronic processing device’:
‘a)	generating a network representation, the representation including:
i) a number of nodes, each node being indicative of a corresponding entity; and,
ii) a number of connections between nodes, the connections being indicative of relationships between the entities; and,
 b)	causing the network representation to be displayed to a user;
 c)	in response to user input commands, determining at least one user selected node corresponding to a user selected entity;
 d)	determining at least one search to be performed in respective of the corresponding entity associated with the at least one suer selected node by:
	i)	determining an entity type of the at least one user selected entity;
ii)	displaying a list of available searches in accordance with the entity type; and
iii) determining selection of at least one of the available searches in accordance with user input commands;
 e)	performing the at least one search to thereby determine additional information regarding the entity by generating a search query, the search query being applied to one of the number of remote databases to thereby determine additional information regarding the entity; and,
 f)	causing any additional information to be presented to the user.’

There then follows at [14]-[28] a good deal more by way of description of this method which largely seeks to describe what happens when the user selects one or further searches.  It is not necessary to dwell on the detail of this but it includes matters such as:
generating a second network representation within the first by adding further nodes;
generating further user queries;
making the user queries compatible with the underlying data sources and determining the appropriate search; and
disambiguating the retrieved data.
It is useful to note that this method is one which is performed using an electronic processing device.
The second broad form of the invention is not a method which utilises an electronic processing device but an apparatus in an electronic processing device.  It is in these shorter terms:
‘[0029]	 In a second broad form the present invention seeks to provide apparatus for of displaying information relating to one or more entities, the apparatus including, in an electronic processing device for:
a) generating a network representation, the representation including:
i) a number of nodes, each node being indicative of a corresponding entity; and, 
ii) a number of connections between nodes, the connections being indicative of relationships between the entities; and,
b) causing the network representation to be displayed to a user;
c) in response to user input commands, determining at least one user selected node; 
d) determining at least one search to be performed in respective of the corresponding entity associated with the at least one user selected node by:
i) determining an entity type of the at least one user selected entity;
ii) displaying a list of available searches in accordance with the entity type; and
iii) determining selection of at least one of the available searches in accordance with the user input commands;
e) performing the at least one search to thereby determine additional information regarding the entity by generating a search query, the search query being applied to one of the number of remote databases to thereby determine additional information regarding the entity; and
f) causing any additional information to be presented to the user.’

Thus the two forms of the invention both involve a computer (i.e. an electronic processing device) but one is a method of using such a device and the other an apparatus consisting of such a device.  
The 164 Patent then sets out a number of drawings.  I have already set out Figure 6 at [9] above which is a network diagram.  The figures are used in the detailed description of the preferred embodiments which then follow it.  To the extent necessary, I will return to these below to deal with some of the construction issues.
The claims of the 164 Patent then follow.
Claim 1 is as follows:
‘1)	A method of displaying information relating to one or more entities, the method including, in an electronic processing device:
a) Generating a network representation by querying remote data sources, the representation including:
i) a number of nodes, each node being indicative of a corresponding entity; and,
ii) a number of connections between nodes, the connections being indicative of relationships between the entities; and, 
b) causing the network representation to be displayed to a user;
c) in response to user input commands, determining at least one user selected node corresponding to a user selected entity;
d) determining at least one search to be performed in respective of the corresponding entity associated with the at least one user selected node by:
i) determining an entity type of the at least one user selected entity;
ii) displaying a list of available searches in accordance with the entity type; and, 
iii) determining selection of at least one of the available searches in accordance with user input commands;
e) performing the at least one search to thereby determine additional information regarding the entity from at least one of a number of remote data sources by generating a search query, the search query being applied to one of the number of remote databases to thereby determine additional information regarding the entity; and
f) causing any additional information to be presented to the user.’

Claims 2 and 3 are variations of the method described in claim 1:
‘2)	A method according to claim 1, wherein performing a search includes purchasing a report from a remote data source.
 3)	A method according to claim 1 or claim 2, wherein the method includes presenting additional information at least in part by modifying the network representation.’

Claim 4 is the same as claim 1 but is a claim for an apparatus rather than a method.
Turning then to the 413 Patent, its terms and claims are largely the same.  The principal difference between the two Patents is the presence of a purchasing step in claim 1. 
4.    Data sources and Databases 
Both Patents use these expressions in a way which suggests they are referring to the same concept:  see, for e.g., claim 1(e) of the 164 Patent which uses both expressions in the same sentence plainly with the same meaning.  The summary of the invention at [13]-[28] uses only the language of ‘database’.  But the discussion of the preferred embodiments uses both: see [47], [51], [53], [60], [70], [73], [82], [89], [92], [94], [97], and [152].  Although as a matter of ordinary language there is a difference between a database and data source (the former is one example of the latter but not vice versa) that difference is of no moment to these Patents.  They are used, if not interchangeably, then with little or no regard for any formal difference.  I will use ‘data source’ for the balance of these reasons.  This was also the view of Professor Takatsuka.
5.    ‘Electronic Processing Device’ and ‘Remote Data Sources’
It will be apparent from claim 1 that the method involves an ‘electronic processing device’ querying ‘remote data sources’.
The issue between the parties to which this construction issue relates is the extent to which the Patents are anticipated by the ‘They Rule’ platform which is available to the public on the World Wide Web.  They Rule is a platform which uses network representations to demonstrate the links between the rich and powerful in the United States.  Although there is debate about this to which I will return, the Respondent’s basic point is that whatever They Rule does it does not retrieve data from data sources which are under the control of third parties (much of this sentence is controversial in ways which may, at least for now, be disregarded).
The point of the present construction debate concerned a desire on the Applicants’ part to have the electronic processing device referred to in claim 1 be under the control of one person and the ‘remote data sources’ which are to be interrogated be under the control of another.
Professors Grundy and Takatsuka gave evidence about these technical expressions.  They agreed on some matters:
(a) an ‘electronic processing device’ was a logical system comprised of one or more computer systems.  This could be a single machine or multiple networked machines and the machines could be physical or virtual;
(b) ‘remote data source’ meant a data source which was in some way separate from the system querying it.  It could be part of the same logical system as the querying system when that system, for example, was distributed over several machines.  It might be physically differently located; for example, the query may originate on a local area network but the data source might be on a wide area network (WAN).  Alternatively, it could mean a data source situated in a different logical system altogether such as, for example, that controlled by a third party.
It will be seen that viewed at a level of generality which excludes any consideration of the meaning of these expression in the claims to the Patents, the experts agreed that a remote data source could be part of the same logical system as the electronic processing device.
Professors Grundy and Takatsuka parted company, however, when it came to what the expression ‘remote data source’ meant in the Patents.   Professor Grundy thought ‘in the context of the patents’ that ‘remote data sources’ referred to ‘third party sources’, that is to say, remote systems running on different machines that are under the control of other organisations.  Professor Takatsuka disagreed.  In his view ‘remote’ could refer to such a state of affairs but it could also include a mere structural or geographic separation not involving third parties.
Professor Grundy’s view was based on his reading of the balance of the Patents.  His report drew attention to a number of particular matters.
First, in the description of the prior art, the specification referred to there being ‘very many electronic data collections containing information about entities’.  This was said to give rise to a problem in that ‘having the information provided across multiple different repositories makes identifying and accessing relevant information difficult’.  By itself, this is not persuasive.  That might be one problem in the prior art but it does not entail that the claim itself is limited to such third party controlled sources.  It may certainly entail that it includes them but that is a different proposition.
Secondly, Professor Grundy referred to [150]-[151] of the 164 Patent which is in these terms:
‘[0150]	The Client Adaptors are a key component for integrating with data sources.  The Client Adaptors can be configured to access any format of data storage; the common formats include Web Services over HTTPS, or directly from SQL relational databases using queries, stored procedures or object relational mapping (ORM) technologies.
 [0151]	In the case of direct database access, the services may be hosted in close proximity to the databases, and typically within an organisation’s existing network environment.  For remote access, Encompass Client Adaptors are configured to consume Web Service methods over a secure Internet protocol.’

The point he made was that where the 164 Patent intended to refer to a database which was located within an organisation’s network environment this had been signalled by the use of the expression ‘direct dataset access’.  But an equally consistent view is that the Patent was simply approaching the matter on the basis that direct database access (i.e. within an organisation) was just a particular instance of accessing a remote data source.
Thirdly, Professor Grundy thought that the manner in which the ‘Client Adaptor’ components in [149], [150] and [162] of the 164 Patent supported his view because they were referred to not only as integrating ‘remote’ data but also ‘local’ data.  The paragraphs are as follows:
‘[0149]	The system typically implements a data integration tier provides the integration to perform the data request and response activities from within the visualisation solution.  To achieve this the processing system 210 utilizes “Client Adaptor” components that are configured for each data source and are responsible for translating the data received from the request and applying it to the visualisation model.  This allows the processing system 210 to consume various types of data from local or remote hosting via Web Services, or relational database access and file system locations.
 [0150]	The Client Adaptors are a key component for integrating with data sources.  The Client Adaptors can be configured to access any format of data storage; the common formats include Web Services of HTTPS, or directly from SQL relational databases using queries, stored procedures or object relational mapping (ORM) technologies.
…
 [0152]	The Web Service definition files (WSDL) describe the methods and the request and response parameters, from which the client adaptor translates in the visualisation model framework.  In the case of direct database access, the database schema, view models or stored procedure APIs (Application Programming Interfaces) can be used to configure the client adaptor.’
(emphasis added)

Thus, so the argument ran, the specification drew a distinction between local data (accessed ‘directly’) and remote data (‘local or remote hosting’).  On this view, the specification assumed that ‘remote’ was the complement of ‘local’.  But another view, I think, is that these were just both examples of ‘remote data sources’ and the distinction being drawn was just to contrast the way the Client Adaptor operated.
A similar point was made about corresponding parts of the 413 Patent and the same observations apply.
Fourthly, Professor Grundy thought that claim 1 of the 164 Patent contained mechanisms for entity matching and this showed that external organisations must be involved.  This was because ‘normally entities under the same application control and stored in its own database would have a common unique entity identifier’ and would have no need of entity matching.  A similar point was made about claims 2 and 4 of the 413 Patent.  This point requires some unpicking.  The entity matching processes are probably picked up in claim 1(e).  I propose to assume that Professor Grundy’s view about entities having a single common identifier within a single system forms part of the hypothetical addressee’s common general knowledge and, hence, that the material is available to determine what meaning that hypothetical address would attach to the words ‘remote data sources’ (cf Flexible at 349 [81]).  The key is Professor Grundy’s use of the word ‘normally’ which signals that the proposition for which he contends is not universally true.  One such case will be those organisations where an entity has not been given a single identifier across all databases.  In the case of such an organisation, a process of entity matching would still be necessary, and, on that view, claim 1(e) would not need to be construed as Professor Grundy suggested.
Fifthly, Professor Grundy thought his view was supported by the plural references to ‘remote data sources’ in claim 1 and the description of the invention in paragraphs [82], [84] and [85].  Those paragraphs are as follows:
‘[0082]	At step 510, the processing system 210 generates a search query based on the selected search and any provided search parameters, transferring the search query to a data source 205 at step 515.  The data source 205 will typically be defined as part of the search with a script or other similar business rules-based process being utilised to format the search query in an appropriate way for analysis and interpretation by the respective data source 205.
…
 [0084]	The manner in which data analysis is performed will vary depending on the preferred implementation and the nature of the data.  For example, the data may be received in the form of an XML file which includes an associated Document Type Definition (DTD) which defines the type of each field used in the data file.  The type of field can then be used to identify entities as well as attributes of the entities.  Thus, for example, an entity may be an individual or company with attributes of the entity including an entity name, ABN/ACN, or the like.  Other entities can include addresses or contact details, other individuals, companies, or the like, as will be appreciated by a person skilled in the art.  The analysis process may also involve using pattern matching and/or fuzzy logic, together with techniques for mitigating misspellings or phonic misidentification, as will be described in more detail below.
 [0085]	Once the processing system 210 has identified entities and relationships from the search results, the processing system generates a first network representation at step 530.  The network representation is typically implemented as part of a web page allowing this to be displayed to the user at step 535, for example by having the user’s browser directed to the web page including the network representation.  An example network representation is shown in Figure 6.  As shown, this includes a number of nodes 601 interconnected via relationships 602.  The nodes include a different icon to represent different entity types, with information regarding the entity and nature of the relationship typically being displayed as shown.’

It is only if one makes the additional assumption that all of the databases within an organisation are such that disambiguation and entity matching are not necessary that one could infer from these matters that external organisations must be involved.  However, I can see no legitimate basis upon which I can make that assumption as a universal truth.  Indeed, Professor Takatsuka expressly countenanced that such ambiguities might occur within one’s own data source.  Accordingly, I do not accept this argument.  A similar point was made about the 413 Patent which I would deal with in the same way.
Sixthly, reference was made to [47] of the 164 Patent which was said to draw a distinction between local and remote data sources:
‘[0047]	The network representation may be generated in any appropriate manner, but in one example this is achieved by having the electronic processing device ascertain information regarding entities and their relationships and then executing a predetermined procedure for generating the network representation.  In this regard, the information can be determined in a number of ways depending on the preferred implementation, such as by examining internal data, or by querying one or more remote data sources, such as repositories of business information, including for example, company register or the like.’
(emphasis added)

However, I do not think this helps Professor Grundy’s view.  Indeed, to the contrary it shows that the invention takes in arrangements where both local and remote databases may be accessed.  This tends to suggest that the working of claim 1 (‘remote data sources’) must encompass both.
Seventhly, attention was drawn to [51] of the 164 Patent:
‘[0051]	At step 140, the electronic processing device performs the search.  This may be achieved in any suitable manner and will depend on the search being performed, the location of stored data or the like.  For example, the search may be performed of a data source located remotely to the electronic processing device, such as a remote database or other repository.  In this example, the electronic processing device formats the search query and transfers this to the remote data source allowing the search to be performed.  Alternatively, the electronic processing device can utilise the search to perform a search of data stored locally, for example in a database attached to the electronic processing device.’
(emphasis added)

However, the same point may be made about this. It suggests that the invention includes accessing of both remote and local data sources.  Since the words used in claim 1 are ‘remote data sources’ this tends to suggest, rather than to disprove, that that concept includes both ideas.
In those circumstances, I do not agree with Professor Grundy’s interpretation of what the Patent requires.  He is correct that various parts of the specifications of both Patents assume that there is a distinction available to be drawn between remote and local data sources.  However, all that shows is that the invention covers both situations.  
I conclude that where claim 1 refers to a ‘remote data source’ it is not necessary that that source forms part of a different logical system; nor, correlatively, that it need be under the control of a different organisation.
6.   Purchasing Step 
Claim 2 of the 164 Patent deals with the purchasing step this way:  ‘A method according to claim 1, wherein performing a search includes purchasing a report from a remote data source’.  By contrast, claim 1(e) of the 413 Patent is as follows:
‘e)	performing the at least one search to thereby determine additional information regarding the entity from at least one of a number of remote data sources by purchasing a report from the remote data source; …’

There was a minor issue as to whether the purchasing step might be satisfied by a subscription having been previously paid.  I do not think it would be.  It seems clear to me that in both Patents the act of purchase comes after the search.  A pre-existing subscription cannot be fitted into that language.
7.    Search ‘from at least one of a number of remote data sources’
The origins of this dispute once again lie in They Rule which accesses only a single database.  
As originally conceived, the debate between the parties turned on the words in claim 1(e) of the 164 Patent which required a search regarding an entity ‘from at least one of a number of remote data sources’.  For the Applicants, it was said that this required a method which could provide for the search of more than one data source.  For the Respondent it was said that claim 1(e) required a system which could, but need not, be able to query more than one database.  Whilst it is true that it may be said as a matter of formal semantics that a selection of one remote data source is encompassed in the idea of ‘at least one of a number of remote data sources’ I do not think this is what it means as a matter of ordinary language.  The Respondent’s construction results in ‘at least one of a number’ meaning ‘one of a number’.  In my opinion, the reference to ‘at least one’ carries with it the idea that the method requires that one database be accessed and that there exist a capacity to access more than one.
8.   Entity Matching
Paragraphs [7] and [8] of the 164 Patent are as follows:
‘[0007]	For example, when combining information about a person from different data sources, as occurs with federated searches, it is critical that the different records do indeed refer to the same person.  The decision that two or more records are likely to be the same, depends on matching different aspects in each record, such as name, address, date of birth, place of birth.  The most important component is the personal name as it is always the common element across different data holdings, which inevitably will hold different combinations of personal information.
 [0008]	As the major element of this identification process, matching names can be fraught with difficulty.  Apart from lack of consistency in recording names (middle initial or name, different name orders etc.), in many instances there are small inconsistencies in spelling names, either introduced accidentally as typographic errors, or deliberately as a means of obscuring the real identity of a person.’
These indicate that it is critical when information is retrieved from a data source about an entity that ‘the different records do indeed refer to the same person’.  Related to that is the problem of variant or erroneous spelling.
The specification refers at various places to steps which may be taken to ensure that the correct entity has been retrieved.  For example, at [22]-[25] in the description of one of the preferred embodiments there is description of such a matching process:
‘[0022]	Typically the method includes:
a) determining search results data indicative of additional information; and,
b) analysing the search results data to identify at least one entity.
 [0023]	Typically the method includes identifying at least one entity by at least one of:
a)	pattern matching; and,
b)	fuzzy logic.
 [0024]	Typically the method includes identifying at least one entity by at least one of:
a)	determining entity details from the search results data, the entity details including at least one of:
i)	an entity name;
ii)	an entity address; and, 
iii)	date of birth;
b)	comparing the entity details to existing entity details for existing identified entities; and,
c)	determining if the entity is one of the existing entities based on the results of the comparison.
 [0025]	Typically the method includes:
a)	modifying the entity details in accordance with at least one of:
i)	defined misspellings; and,
ii)	phonetic equivalents; and,
b)	comparing modified entity details to the existing entity details.’

Similarly, at [60]-[61] this appears:
‘[0060]	It will be appreciated that when searching a range of different data sources, additional information may be determined in a number of different formats.  Accordingly, the technique typically involves determining search results data indicative of the additional information and then analysing the search results data to identify at least one entity.  The analysis process can include utilising pattern matching and/or fuzzy logic in order to identify entities and relationship defined within the search results.
 [0061]	For example, an entity is typically identified by determining entity details including at least one of an entity name, entity address and date of birth or incorporation, or the like, depending on the nature of entity.  The entity details are then compared to details of existing entities, corresponding to existing identified entities for example in the first representation, with the entity being identified as an existing entity based on the results of the comparison.  This process typically involves modifying the entity details in accordance with defined misspellings and phonetic equivalent codes so that modified entity details can be compared to existing entity details thereby preventing matches being overlooked due to misspellings, inconsistent data entry, or the like.  To achieve this, the process typically involves determining a distance indicative of a difference between the entity details and the existing entity details and determining an entity to be an existing entity based on the difference.  Thus, for example, this can examine a distance between names based on the differences in spelling and then using this to selectively determine whether a match exists.’

There are other examples too (see [106]-[107]), some of them quite detailed.
There is no express reference to any such process, however, in the claims to the 164 Patent.  The Applicants submitted that such a requirement was implicit in claim 1(e).  The names given to this process varied.  In the end, the Applicants called it entity matching, although another concept, disambiguation, also seemed to be used at times.  
Professor Grundy thought such a requirement was implicit in claim 1(e):
‘In terms of the matching or disambiguation of deduplication of entities, the claims tell me that information retrieved by the second remote data source query needs to be compared with existing entity information from the first remote data source query, so claim 1E of the 164 patent, to thereby determine additional information regarding the entity.’

Under cross-examination on the issue of entity matching and disambiguation he gave this evidence:
‘Mr Catterns:	And it’s your position that they are not expressed in the claim, but they’re implied in the claim.
 Prof Grundy:	They’re implied.  Again, I just note for 1 that the claim 1E, 1F and 1 – sorry – claim 3, additional information is kind of slightly more than implied, I would say, so there must be a mechanism of determining that additional information, and, obviously, the body of the claim talks about the mechanisms of that.

 Mr Catterns:	But the claim doesn’t specify any particular way of achieving it.
 Prof Grundy:	The claim doesn’t, no.’

Professor Takatsuka had a different view.  In their joint report, Professor Grundy had expressed the view that disambiguation was required by claim 1(e), a proposition with which Professor Takatsuka did not agree.  Neither used the language of entity matching.  Under cross-examination, Professor Takatsuka said this about claim 1(e):
‘Mr Shavin:	So if you’re to perform the “at least one search” to thereby determine additional information regarding the entity, you have to have matched the entity, don’t you?
 Prof Takatsuka:	Yes.

 Mr Shavin:	So that to give effect to the method, built into the requirement in that integer ---
 Prof Takatsuka:	Yes.

 Mr Shavin:	---is to take reasonable steps to make sure you’ve matched the entity.  And that will involve de-ambiguation, entity matching de-duplication.
 Prof Takatsuka:	De-ambiguation doesn’t need to happen.  Matching has to happen.  Yes.’

I take from this that the system needs, as a matter of practical operation, to check to see if the information retrieved about the entity matches the entity about which the query was made (‘entity matching’) but it does not, in order to function, need to work out which of several apparently identical entities is the correct one (i.e. which of three John Smiths is the correct one) (‘disambiguation’).
Evidence was also given on this topic by Mr Logeman, the designer of They Rule.
I deal with Mr Logeman in more detail below but for present purposes it is useful to note that, in addition to his evidence about They Rule, he is also relevantly an expert in the field.  He was asked his views on this topic:
‘And do you also see the phrase “determine additional information regarding the entity”? --- Yes.
The entity there is the user selected entity in 1(c).  Is that right? --- Yes
And so the electronic processing device needs to determine that the additional information relates to the same entity as the one previously identified on the network representation? --- Yes
And it might do so using perhaps the phonic code method we went through? --- Yes.
Or it might use another method? --- Yes.
But it must perform that determination? --- Yes.’

Mr Logeman’s views were also sought about [8] of the specification which dealt with prior art but I do not see his evidence about what the description of the prior art was driving at helps the Court in construing claim 1(e).
I accept in practical terms that any embodiment of the method will need to address the issue of entity matching.  If an embodiment of the method does not check to see that the entity retrieved has the same name, then the method simply will not work.  I do not accept, however, that this practical matter carries with it any necessity to perform disambiguation (as explained above).
But to say that the method will not work without such a step being taken is not to say that such a step has been claimed.  For example, a patent for a windscreen wiper might assume the presence of a windscreen and the wiper might be wholly functionless without it, but this would not mean that the windscreen was part of the claims.
The short fact is that claim 1(e) does not refer to entity matching or disambiguation.  Accepting it assumes the former, it does not as a matter of language claim it.  I accept that there are many references to ideas which correspond with entity matching and disambiguation in the specification.  However, those do not permit me to expand the meaning of claim 1(e) to include within its terms something which, to my mind, is not there.
Accordingly, I do not accept that claim 1(e) requires entity matching or disambiguation.
It is also necessary in this context to refer to claim 4 of the 413 Patent which is in these terms:
‘4)	A method according to any one of claims 1 to 3, wherein the method includes identifying a least one entity by at least one of:
a) determining entity details from the search results data, the entity details including at least one of:
i) an entity name;
ii) an entity address; and 
iii) date of birth;
b) comparing the entity details to existing entity details for existing identified entities; and,
c) determining if the entity is one of the existing entities based on the results of the comparison.’

One’s initial impression of claim 4 is that it does involve entity matching.  However, the Respondent submitted that the words ‘at least one of’ in claim 4(a) impacted on the correctness of that conclusion.  The argument was that the matching required needed only to be one of name, address or date of birth.  It could be of all three but this was not required by claim 4.  If this were correct, so the argument ran, what was required (as opposed to what was permitted) was not really entity matching.  I accept this submission.
9.    ‘Search’ vs. ‘Query’
The experts were as one in thinking that to a person skilled in the art, these meant subtly different things.  However, they also all agreed that the Patents failed to observe the difference and used them interchangeably.  As such there is nothing to resolve about this.
10.    ‘Performing a search includes purchasing a report from a remote data source’
This concerns claim 2 of the 164 Patent.  Both parties accepted that the purchase had to be from the remote data source.  They differed on who was required to request the purchase or to make it. Professor Grundy thought that the user had to decide to make the purchase (rather than the system); Professor Takatsuka thought not.
The language of claim 2 accommodates both views.  The claim does not specify who must make the purchase and it can be any of the user, the system or both.  All that the claim requires is that there is a purchase from the remote data source.
11.    ‘Displaying a list or available searches’:  Claim 1
It is not entirely clear that there was any dispute about this. It is likely that whatever debate there was is linked to the ‘search’ vs. ‘query’ debate which no longer exists.  I will record that Professor Grundy and Professor Takatsuka both thought that a ‘search’ in this context included a null search, a proposition with which, to the extent that it matters, I agree.
III    Novelty – Prior Art
1.    Prior Art 
By the time of closing submissions the Respondent relied on only two items of prior art as anticipating the Patents:
(i) the version of the search visualisation tool known as They Rule which since 2010 has been publicly available and accessible on the Internet without charge at www.theyrule.net;
(ii) They Rule read together with a United States Patent Application entitled ‘System, Method and Computer Program Product for Identifying and Displaying Inter-Relationships between Corporate Directors and Boards’, publication number US 2004/0215648 A1 (‘Marshall’).
2.    Principles
There was no dispute that the reverse infringement test explained in Meyers Taylor Pty Limited v Vicarr Industries Limited [1977] HCA 19; 137 CLR 228 at 235 was to be applied.  For the prior public publication to constitute an invalidating anticipation it must as a single prior art reference disclose each and every element of the claim.  Nor is it sufficient that a prior publication contains a direction which is capable of being carried out in a manner which would infringe.  Rather the prior publication must contain clear and unmistakeable directions to do what the patentee claims to have invented:  General Tire & Rubber Company v Firestone Tyre & Rubber Co Ltd [1972] RPC 457 at 485-6.
So far as reading They Rule and Marshall together, the relevant principle is set out in s 7(1)(b) of the Patents Act 1990 (Cth) (‘the Act’) which provides that:
‘…an invention is to be taken to be novel when compared with the prior art base unless it is not novel in the light of…prior art information…made publicly available in 2 or more related documents, or through doing 2 or more related acts, if the relationship between the documents or acts is such that a person skilled in the relevant art would treat them as a single source of that information…’

So there needs to be a ‘relationship’ between They Rule and Marshall. Whether there is such a relationship depends very much on the circumstances of the case:  Nicaro Holdings Pty Ltd v Martin Engineering Co (1990) 91 ALR 513 (‘Nicaro’) at 538 per Gummow J (Jenkinson J agreeing at 523).  Nicaro at 538-539 establishes that the following matters may be relevant:
the nature of the art involved; and
the degree of connection stated in the document to exist.
Mere identification of prior patents will not usually suffice.  Sometimes a reference to prior material will show that there is no link; sometimes, it will show the opposite.  Context is all.
3.    They Rule 
They Rule was created in 2010 by Mr Logeman as an update of earlier versions of They Rule.  It has the capacity to search a single third party data source called ‘LittleSis’.  It also has the capacity to formulate a query on a third party site (for example, it can open a window at google.com and prepopulate the search field).  But the ensuing search is done by Google and the results are returned on a Google page and not within They Rule. This is not, therefore, a method whereby They Rule conducts a search of some other data source to determine ‘additional information regarding the entity’.  They Rule does not obtain any information from such searches.  It does not, as claim 1(f) requires, cause the results of searches to be presented to the user.  It is Google or the relevant third party site which does that.  In this regard I agree with Professor Grundy and disagree with Professor Takatsuka.  Consequently, They Rule does not have the capacity, in the relevant sense, to search more than one data source which is what claim 1(e) requires.  Consequently, They Rule does not anticipate claim 1 of the 164 Patent or any of the other claims all of which are dependent in various ways on claim 1 or contain an equivalent to claim 1(e).  The same is true of the 413 Patent.  
4.    They Rule and Marshall
I make the assumption in the Respondent’s favour, that They Rule and Marshall should be read together for the purposes of s 7(5)(b) because of the reference at [6] in Marshall to www.theyrule.net as an aspect of the prior art; and, secondly, that the temporal aspects of assessing disclosure are all resolved in the Respondent’s favour too.  Even so, Marshall is of no use to the Respondent on anticipation. Marshall does not disclose an invention with the capacity to interrogate more than one data source.  Most of the debate between Professors Grundy and Takatsuka on this topic related to the issue of whether the data source in Marshall needed to be remote.  For the reasons I have given already, that is no longer a material inquiry.
Professor Grundy was of the view that Marshall involved only one data source.  He drew attention to Marshall at [30] (‘access and process data stored in a database in accordance with the user input…’), [33] (‘The server side components include a webserver 204, an application server 206, a database server 208 and a database 210’) and [36] (‘Database 210 is accessed via database server 208’).  To these I would add that the claims of Marshall refer to a single database.
Professor Takatsuka dealt with this briefly, perhaps only glancingly, in a discussion which was really directed to the issue of remoteness.  He said this:
‘I understand this to mean that the data source from which data is accessed and processed can be, and in some implementations is, “remote” to the computer running the software for generating a network representation. Further, as I note in paragraph 106 above, Marshall suggests that relevant data sources will include SEC filings and news sites.  In most cases, these data sources would be remote data sources (operated by third parties) because they are ordinarily accessed over a network like the Internet. However, it could also include a database operated by the provider of the network visualisation that is accessed by the system server over a network.’

It is probably not the case that Professor Takatsuka was intending to say that the fact that Marshall referred to SEC filings and news sites meant that it should be read as involving multiple databases.  But if that was intended, I do not think Marshall supports that.  The relevant part is [5] in these terms:
‘[005]	In order to properly evaluate the effect that such relationships have on a given company or on an industry as a whole, one must first be able to identify them. Often, the information necessary to establish a link between a corporate director and another director or board may be mined from publicly-available sources, such as filings with the Securities and Exchange Commission (SEC), news stories, or company web-sites  Using this information, the interconnections may be identified and mapped out manually on a case-by-case basis.  However, when the number of interconnects is large, this becomes an extremely arduous task.  Moreover, this arduous task must be repeated each time information is sought for a new corporate director or board.’

This is not suggesting that those sources could be the data sources involved.  In fact, it is saying that accessing those data sources would be unwieldy.  In any event, Professor Takatsuka agreed under cross-examination that Marshall involved only one database:
‘Mr Shavin:	Yes.  But I’m trying to ask you a specific question, if you can follow me. The question is, is the search query being applied to one database, 210, or to one of a number of data bases, of which 201 is only one.
 Prof Takatsuka:	Description says one database.

 Mr Shavin:	Yes.  Thank you.  And I’m doing that without wanting to re-run the argument as to whether the database is remote or is local.
 Prof Takatsuka:	Sure.’

The experts, therefore, agree that Marshall is concerned with a system operating on a single data source.  It does not disclose an invention with the capacity to search more than one data source as the 164 and 413 Patents do.
5.    Conclusion
Neither the 164 Patent nor the 413 Patent was anticipated by They Rule with or without Marshall.
IV    Novelty- Self Anticipation
1.    Prior Use
An invention is taken to be novel when compared with the prior art base unless it is not novel in the light of prior art information made publicly available through doing a single act:  s 7(1)(a).  The Respondent relied on two sets of acts:
(a) the showing of a video called the Encompass Video to participants in customer trials conducted by a firm called Veda between 28 June 2011 and 24 August 2011; and
(b) making the Encompass Video publicly available on a video hosting platform ‘Vzaar’.
2.     Principles
In establishing an anticipatory prior use ‘[t]he question is whether an act can be identified that did in fact make the information being the integers of invention publicly available’: Damorgold Pty Ltd v JAI Products Pty Ltd [2015] FCAFC 31; 229 FCR 68 at 72 [11]-[12] per Bennett J.  The Applicants accepted that the Encompass Video, which I will shortly explain, ‘anticipates the integers of the claims’.  However, the Applicants also submitted that a person skilled in the art would not have been able to conduct the methodology revealed in the Patents.  I do not accept this submission.  As Ms Cochrane, junior counsel for the Respondent, succinctly put it: with these Patents, to see them is to know them.  Although the video was a mock-up it revealed all that was claimed in the Patents.  Whilst it did not reveal information about how the platform was working, such as entity matching and the generation of network diagrams, these were not the subject of the claims. What was claimed was a method (and in one instance an apparatus).  That method was revealed by the video.  To see it is, indeed, to know it.  A person skilled in the art would in my view be enabled by the video to perceive, to understand and to be able practically to apply the discovery:  Insta Image Pty Ltd v KD Kanopy Australasia Pty Ltd [2008] FCAFC 139; 78 IPR 20 (‘Insta Image’) at 44 [124].
Accepting then that the video sufficiently discloses the integers, the question then is whether the disclosure of the video in the ways alleged made it publicly available within the meaning of s 7(1)(c).  For that to be so it is necessary to show that the information became available to at least one member of the public who, in that capacity, was free in law and equity to make use of it:  Insta Image at 44 [124].  This is the question to be addressed.
3.    The Encompass Video
The evidence about this was principally given by Mr Wayne Johnson who was the co-founder of Encompass and is its Chief Executive Officer.  There is one aspect of Mr Johnson’s evidence about which I have concluded he was not reliable, namely, a topic concerned with passwords.  I deal with this below.  My impression of his evidence, more generally, was that by and large most of his evidence was true but that he had a tendency, perhaps through excessive enthusiasm for a cause genuinely believed in, to give an account strongly favourable to Encompass.  I deal with that aspect of his evidence below at [118] below.  That said, and subject to the issue of passwords, I accept the broad thrust of his evidence.  Where his evidence it is uncorroborated by other witnesses or documents it does need to be approached carefully.
Mr Johnson conceived the idea that would become the Encompass Platform in October 2010.  At that time, Encompass was called Portland Analytics and was, in effect, a start-up.  The only other person working with Mr Johnson was a Mr Carson and they worked out of a single office with a shared desk.  Early on they decided that they needed a project partner, preferably an information broker.  The first information broker they approached was Veda Advantage Ltd.  Mr Johnson says that at that time he was concerned about maintaining confidentiality which is corroborated by events shortly to be described.  I accept Mr Johnson’s evidence about this.
One difficulty that Mr Johnson had at this time was that although he had the idea for Encompass, the reality of the platform did not yet exist and, if he were to approach Veda, he needed to have something more substantial than a mere idea.  He decided, therefore, to create a video of what the product would look like. Mr Johnson’s initial account of how the video was created could, I agree, have been more fulsome but I do not think he was seeking to mislead the Court about its essentials.  By the end of his cross-examination the evidence showed that he and a Mr Green created the video together.  Mr Green had by then (that is November 2010) been hired as Encompass’s only other employee.  In subsequent documents Mr Green was described as the ‘Principal Architect’.
Mr Johnson denied that Mr Green had skills in coding but contemporaneous emails suggest he had some skills in that area.  However, this does not seem to me to matter very much nor to be very surprising.  What Mr Green was good at was the utilisation of a piece of visualisation software called i2 which was originally marketed by IBM. i2 can be used to create network representations of the kind which the Encompass platform ultimately used.  Mr Green used i2 to create something which looked quite like, but was not identical with, the final form of the Encompass Platform.  To do this Mr Johnson and Mr Green did searches on the ASIC and Land Titles Office registries to obtain information about some real individuals which were then loaded on to a machine.  When the mock up was complete it appeared to allow for searching of the ASIC and Land Titles Office websites and the retrieval of information therefrom.  But this was not what was happening.  In truth only a small number of entities could be searched, the data was already on the machine and the appearance of searching an external data source was just that, an appearance.
An option to pay for these searches was also provided but it, too, of course was a simulation and no payment was taking place.  This very limited simulation of the Encompass platform appears to have been in existence in November 2010. Mr Johnson and Mr Green then used it to create the video. This was done by Mr Green operating the system he had created to conduct what appeared to be searches of external data sources.  He did so on the pre-selected entities which were the only ones which could be searched.  This activity was then captured as a video file.  Mr Johnson then used that file to create the video. The video consisted of some fixed slides interspersed with demonstrations of what appeared to be the Encompass platform being used to conduct apparently genuine searches.  Over the top Mr Johnson inserted a voice-over.
The film was subsequently revised and further edited although not in ways which were suggested to be material.  By 1 December 2010 the video was in the form which was tendered at trial.
The Applicants accepted that the video disclosed each of the claims in the Patents but not that a person skilled in the art would appreciate how to make the platform.  I return to this submission below to reject it.  One curiosity is that although the video was a mock-up of the ‘invention’ it nevertheless disclosed the integers.  This provided the occasion for some debates between the parties.  These included the question of whether the Applicants had ‘used’ the invention in creating the video.
One final matter should be noted.  The final form of the Encompass platform did not use the i2 software which was ultimately found to be unsuitable for running the actual platform.  Indeed, although the video was ready by 1 December 2010 software development for the actual platform did not begin until July 2011 when a programmer, Mr Bing Tan, was retained.  In fact, the video suggested the existence of certain features which were not able to be emulated in the final form of the platform (for example, forms could not be retrieved from ASIC).
4.    Veda Customer Trials
Mr Johnson took the video to a meeting with Veda which was held on 1 December 2010.  The purpose of the meeting was to progress a potential partnership with Veda.  Veda had the kinds of databases which the Encompass platform would be useful to search. The idea was to show the video to Veda to see if it would be interested.
Present at the meeting were Mr Johnson, Mr Carson and a Mr Wilson of Veda.  Prior to showing the video to Mr Wilson, Mr Johnson says that Mr Wilson and Mr Carson signed a non-disclosure agreement.  I accept this evidence; it would have been pointless to sign it after the video was shown.  The non-disclosure agreement was in evidence and is dated 1 December 2010.  The agreement had this recital:
‘WHEREAS, in order to facilitate such discussions and analysis, certain confidential and proprietary information, including but not limited to reports, plans, documents, software, source code, data, competitor analysis (collectively referred to herein as “Information”) may be disclosed between the parties orally or in writing.’

This was reflected in cl 3:
‘3.	That for a period of three (3) years from the date of this agreement, disclosed information unless written consent is otherwise granted by the disclosing party, shall be restricted to those employees and persons in the receiving party’s organisation with a need to know in order to perform service specifically requested by one party or the other in order to fulfil the purpose of this agreement.  Such employees or persons shall be notified of the proprietary nature of such information, and the receiving party shall use the same degree of care as it employs with its own Information, but in all events shall use at least a reasonable degree of care.’

I accept the Applicants’ submission that cl 3 applied to the video. I reject the Respondent’s argument that the video was not protected by the agreement because it did not have the word ‘confidential’ written on it.  That submission was based on cl 2 which was as follows:
‘2.	That any and all written information marked by the disclosing party as “Confidential” or “Proprietary” shall be treated by the receiving party as secret and confidential.’

It is true cl 2 was not engaged; however, this is irrelevant because the situation was actually governed by cl 3.  Even if that were not so, it is plain that the video was being shown in circumstances where Veda was subject to an obligation of confidence: Delnorth Pty Ltd v Dura-Post (Aust) Pty Ltd [2008] FCA 1225; 78 IPR 463 at 481-482 [76].  Mr Wilson was not shown the video so that he could do what he wanted without restraint.  In any event, the matter was governed by cl 3.
Mr Wilson then brought in some other Veda employees – Mr Balk and Mr Osborne – and the video was shown a second time.  Following this initial meeting further discussions took place between Mr Johnson and a Mr Samatia of Veda.  By this stage Veda was seeking to assess how useful the Encompass platform might be to it.  Various meetings took place.  On 17 May 2011, Veda and Encompass entered into a memorandum of understanding.  Under it the parties agreed to perform a joint analysis of the product.  Veda wished to show the platform to some of its customers as a trial.  In that regard the memorandum said this:
‘The parties have agreed the following:
To jointly determine the requirements necessary for Veda to deploy Encompass to its customers, as part of a market trial to ultimately test customer uptake and influence on user behaviour (“the Joint Analysis”).
The Joint Analysis must have regard to:
Primary customer research with key sales teams and customer groups,
…’

On the topic of confidentiality this was said:
‘Veda and Portland confirm that they are bound by the obligations in the Non Disclosure Agreement dated 1st December 2010 (“the NDA”) and that the terms and conditions of this Memorandum of Understanding and all information disclosed pursuant to it (including the Joint Analysis) constituted Confidential Information for the purposes of the NDA, the terms of which are hereby incorporated into this Memorandum of Understanding.’

The effect of these provisions was that Veda continued to be obliged to maintain the confidential quality of the video.  The parties expressly contemplated that some Veda customers would be exposed to the Encompass product (such as it then was) and this could only be the video.  I conclude that Veda was itself obliged to ensure that those of its customers or potential customers to whom the video was shown kept its contents confidential. 
From 28 June 2011 to 24 August 2011 Veda then conducted interviews with some of its customers (and potential customers).  Present at these interviews was an Encompass contractor, Mr Fogarty, and occasionally Mr Johnson.  The interviews were conducted, however, by Veda representatives.  Mr Fogarty’s role seems to have been to demonstrate the video.
The entities which attended the interviews were Toyota Financial Services, Westpac, Macquarie Capital Finance, Victorian Consumer Affairs, Goldman Sachs, Middletons, PPB, Kemps Petersons Victoria and Kemps NSW.  Ms Cochrane elicited this evidence from Mr Johnson:
‘And – but it is the fact that none of the lawyers or accountants who were shown the Encompass video during the Veda customer interviews signed a confidentiality or non-disclosure agreement with you?  That’s right, isn’t it? --- Not with us.

And you never asked them to do so? --- I asked Veda around the confidentiality agreements.  I think that’s in the affidavit where I had discussion with Moses Samaha.  And at the time of preparing the MOU I was insistent that the reference be made to the prior existing non-disclosure agreement, also.

But you never asked the lawyer or accountants to sign one with you.  That’s right isn’t it? --- I never had any contact with the lawyers, personally, with the lawyers or accountants in that process.

Yes.  And then the fact is that you delegated the Veda customer interviews to a Mr Fogarty, who is a former contractor.  That’s right, isn’t it?--- Correct.

And you only attended one or two of the meetings with those people? --- That’s correct.’

But this evidence does not establish what the relationship between Veda and its invitees was vis-à-vis the question of confidentiality.  It is the Respondent as the party alleging anticipation by these interviews to prove that the attendees were free in law and equity to use the contents of the video. But that has not been shown.  No witness was called by the Respondent from Veda and neither were any of the customers or potential customers.  I do not know what the confidentiality obligations of the customers or potential customers were.  Accordingly, the Respondent has failed to discharge its onus of proving what it alleges.
5.    Display of the Video at ‘Vzaar’
The Respondent submitted that from 24 January 2011 the video was made available from the Vzaar platform.  I accept that this has been proved at least from August 2011 but not that it has been demonstrated that the video was shown publicly.
As to the first proposition, the evidence establishes that Encompass sought to obtain funding from the Federal Government around August 2011.  That application never proceeded but a draft of an initial application was prepared.  That draft contains this statement (I have omitted an accompanying screenshot):
‘To date, PRA has developed a video tool illustrating the Encompass product as its primary marketing and demonstration tool.  This is illustrated by the following screen shot.  The video itself may be viewed at http://vzaar.com/videos/638893.
…
The video was filmed based on commercial software but does not allow any user interaction.  It utilises and [sic] real data but this is static.  A proof of concept will animate both of these elements for potential customers, allowing them, under appropriate levels of guidance, to access data from sources in which they have a particular interest and knowledge.  This will enable potential customers to assess on behalf of their clients: …’

I infer that the video was available at http://vzaar.com/videos/638893 at this time.
Subsequently, in March 2012 as Encompass sought to raise share capital, it issued a confidential information memorandum to potential investors.  At p 10 of that document investors were invited to view the video at a slightly different address: http://vzaar.tv/638893.  Again I accept that the video was available at that site.
The Respondent, however, did not prove what was at either of these addresses.  Neither did the Applicants, it is true, but it was not their case on this issue.  I therefore simply do not know whether the site required a log-in or was instead able to be accessed by any member of the public.  It was a very easy task for the Respondent to prove this simply by taking me to the site but this was not done.  I accept the Applicants could have done this themselves but they did not need to since they did not bear the onus of proof.
I am not satisfied that the public could access the video just because it was posted at the Vzaar site.
As a footnote to that conclusion I should record that I do not accept Mr Johnson’s evidence that he assiduously ensured that the Vzaar page was password-protected.  It became apparent that his evidence was exaggerated on this issue.  He referred to the password being provided by email but no such emails were produced.  This satisfied me that his evidence about passwords is unreliable but I do not find that he is necessarily lying about it. It could easily be mere exaggeration.  Accordingly, I propose to disregard his evidence on this topic.  This, however, does not help the Respondent discharge its onus of proof.  
For completeness, I am aware that Mr Johnston was cross-examined on the information memorandum with some success.  It contained a timeline of milestones to be achieved and those of an ungenerous disposition might say that Mr Johnston put Encompass’s achievement of some of these milestones at its very highest, perhaps even higher.  Mr Shavin QC put in submissions that Mr Johnston was a ‘salesman’, a submission which I accept.  His enthusiasm to get a difficult project off the ground by raising funds and his understandable enthusiasm to win this litigation both led him sometimes to overstate matters.  But he was not dishonest.  The effect of these observations is that one just needs to approach his evidence with a little care.
Lastly, I reject the Respondent’s argument that even if the site were password-protected this did not prove the confidential nature of the access.  The submission misconceives the onus of proof.  It was for the Respondent to show the nature of the access that was afforded from the Vzaar site.  Essentially nothing beyond the existence of the site and Mr Johnson’s exaggerated evidence about the passwords has been shown.  That does not show that the video was publicly available.
6.    A pleading point
Although I have concluded that the Respondent’s anticipation case based on the video should be rejected I should record that I do not accept a further pleading point pursued by the Applicants.  This point was that the pleaded use revealed by the video was the use of the Encompass platform.  As the evidence showed, however, the video could not be a use of the Encompass platform which did not then exist.  It was but a simulation of what the Encompass platform would look like when it was eventually produced.
It was then said that the Respondent’s pleaded case must fail.  I do not agree.  The Applicants’ initial evidence did not reveal that the video did not involve the Encompass platform.  This important fact only became clear on the delivery of Mr Johnson’s second affidavit of 9 March 2017.  Even then, the whole picture did not emerge until his cross-examination.  No objection was taken on a pleading ground to the evidence elicited from Mr Johnson as to how the video was created.  It was plain by then what the contest between the parties was.  The case was conducted on the basis that it was the video which was the anticipation.  It is too late to insist on the pleading when the case has been otherwise conducted.  And this is so even when the Applicants insist that the Respondent is to be held to its pleading:  Betfair Pty Limited v Racing New South Wales [2010] FCAFC 133; 189 FCR 356 at 374-375 [55].  In any event, the particularised act was the video so the Applicants can never have been in doubt from an evidential perspective of the case they were required to meet.
V.    Innovative Step
1.    Prior Art
An invention is patentable for the purposes of an innovation patent if the invention, so far as claimed in any claim, involves an innovative step when compared with the prior art base as it existed before the priority date of that claim:  s 18(1A)(b)(ii) of the Act.  It will be taken to do so unless the invention would, to a person skilled in the relevant art, in light of the general common knowledge as it existed (whether in or out of the patent area), only vary from the kinds of information set out in s 7(5) in ways that make no substantial contribution to the working of the invention.  Section 7(5) of the Act provides: 
‘7  Novelty, inventive step and innovative step
…
(5)	For the purposes of subsection (4), the information is of the following kinds:
(a)  	prior art information made publicly available in a single document or through doing a single act;
(b)  	prior art information made publicly available in 2 or more related documents, or through doing 2 or more related acts, if the relationship between the documents or acts is such that a person skilled in the relevant art would treat them as a single source of that information.
…’

The Respondent submitted that the Patents lack an innovative step in that sense in respect of the following four documents or acts:
(a) They Rule;
(b) Marshall;
(c) Marshall and They Rule read together; and
(d) Gvelesiani.
The question in each case will be the same:  would it appear to the person skilled in the relevant art in light of the general common knowledge as it existed before the priority date that the invention as claimed in any claim only varies from (a)-(d) in ways that make no substantial contribution to the working of the invention?
2.    Principles
The innovative step requirement is a lower threshold than the inventive step required of a standard patent: Product Management Group Pty Ltd v Blue Gentian LLC [2015] FCAFC 179; 240 FCR 85  at 117 [175] per Kenny and Beach JJ (‘Blue Gentian’).  Even for an inventive step ‘a scintilla of invention’ suffices: Lockwood Security Products Pty Ltd v Doric Products Pty Ltd (No 2) [2007] HCA 21; 235 CLR 173 at 195 [52].  For an innovative step, by contrast, what is required is ‘a real or of substance contribution to the working of the invention’; but this does not mean great or weighty: see Blue Gentian at 117 [175].  The concept of the working of the invention requires one to ask whether the variation makes a substantial contribution (in that sense) to the working of the invention as claimed.  This does not require, however, proof that the invention would not work without the variation:  Blue Gentian at 117 [176].
The question of contribution must be assessed across the full scope of the claims:  Blue Gentian at 117-118 [176] (per Kenny and Beach JJ, Nicholas J agreeing on this issue at 134 [283]).  It is not necessary that the variation could be described as an advantage.  Substantial contribution in the requisite sense may still occur even where the variation is neutral (in terms of advantage):  Blue Gentian at 118 [178].
3.    They Rule 
In their final submissions the Applicants submitted that the invention as claimed by the Patents differed from They Rule in these features which the latter lacked:
(a) They Rule had no capacity to search multiple remote data searches and could only search LittleSis;
(b) They Rule could not match an entity identified by one data source with an entity identified by another; and
(c) They Rule did not incorporate a purchasing step as was claimed in claim 2 of the 164 Patent and claim 1 of the 413 Patent.
I have accepted proposition (a) already.  Proposition (b) is, in a sense, a corollary of proposition (a).  If only one data source can be searched, entity matching does not arise.  However, as I have explained above I do not accept that entity matching is part of the claims made by the Patents.  I do not accept, therefore, that proposition (b) is a variation between They Rule and the invention as claimed in the Patents.  I accept, on the other hand, that the purchasing step in claim 2 of the 164 Patent and claim 1 of the 413 Patent is not part of They Rule and hence is a variation.
The first question is whether the variation I accept in [127(a)] above contributes substantially to the working of the invention.  Neither Professor Grundy nor Professor Takatsuka thought, in their joint report, that the capacity to search multiple remote data sources involved a substantial contribution to the working of the invention.  
However, Professor Grundy subsequently changed his view.  In a set of slides he prepared prior to giving his evidence he said that in the joint report he had failed to consider the invention as a whole but had just examined the matter integer by integer (this approach is consistent with the statement in Blue Gentian at 118 [176] that the ‘full scope of the claim must be considered’).  He now said:
‘However, on reflection the use of this visualized network does in fact make a substantial contribution to the working of the invention as a whole in claims 1, 2 and 3.’

However, that does not seem to engage with the question of whether the ability to search a multiple remote data sources has such an effect.  Rather, it is a statement about the visualized network which is really a different topic.
I do not accept, therefore, that the ability to search more than one remote data source involves a substantial contribution to the working of the invention as claimed.  I should add for completeness that there was no debate between the parties about the general common knowledge.
Turning then to the third variation in [127(c)] above, that constituted by the purchasing step, Professor Grundy was of the view in the joint report that the payment step was a substantial contribution to the working of the invention at least in relation to claim 1(c).  Professor Takatsuka was of the view that it was not.
Although I would not describe the payment step as being weighty I do accept that it makes a substantial contribution to the working of the invention as claimed.  And I do so considering the invention across the full scope of the claim accepting that it is only part of claim 2 in the 164 Patent (and claim 1 of the 413 Patent).
In those circumstances, I do not accept that the Respondent has shown that the Patents lack an innovative step compared to They Rule.
4.    Marshall
For reasons I have already given I do not accept that Marshall discloses the ability to search more than one data source.  Both of the Patents do involve such an ability as claimed.  The Respondent denied the substantiality of this variation.  The ability was, so it was submitted, ‘the natural consequence of a person implementing Marshall choosing to include additional sources’.  For the reasons I have given in relation to They Rule I do not accept that this ability to query more than one data source involves a substantial contribution to the working of the Patents.
In their written submissions the Applicants claimed an innovative step over Marshall only in respect of the Patents’ ability to search more than one data source and their ability to search remote data sources (which does not arise on my view of how that expression should be construed).  I think it is possible that an argument based on the absence of a purchasing step from Marshall was pursued in addresses.  There is no unfairness in me considering the argument as it is clear that the Respondent assumed that such a submission had been made and met it, in advance, in writing.
The Respondent argued, first, that Marshall did involve a purchase step.  It pointed to [97] of Marshall:
‘[0097]	Furthermore, the present invention encompasses business methods that include receiving payment in exchange for generating interlink and interlock information relating to a query entity, wherein the payment can comprise a one-time fee or a subscription fee for services of a specific type and/or duration.  Such transactions can occur over a network, such as the Internet, and methods for processing such transactions are well-known in the art.’

Professor Grundy thought that this referred to the monetisation of the visualisation process that was the subject of the invention.  Claim 2 of the 164 Patent, by contrast, involves the invention facilitating the user to make a purchase via third party data sources; it does not involve the monetisation of the invention itself.  In other words, the purchase step disclosed in Marshall is different in nature to that in claim 2.  I do not accept, therefore, that Marshall discloses a purchase step. Accordingly, the Patents vary from Marshall.
Next the Respondent submitted that the purchase step in claim 2 of the 164 Patent and claim 1(e) of the 413 Patent was immaterial to the method of displaying the information, i.e., it did not substantially contribute to the working of the invention.  I reject this for the reasons I have given above in relation to They Rule.
5.    They Rule combined with Marshall
Assuming in the Respondent’s favour that this can be done, neither discloses the purchase step.  For the reasons I have already given, therefore, the Patents do not lack an innovative step over these.
6.    Gvelesiani
The method disclosed in Gvelesiani (United States Patent Application No US 2008/0280458 A1) is described at [12] as:
‘[0012]	Embodiments described herein provide enhanced computer-based techniques for presenting information about relationships between businesses entities.’

The techniques provide for the presentation of information on relationships between business entities which can be viewed as a graphical representation using data in the ‘BKMS Data Repository’.  Professor Grundy summarised that this way:
‘I’m not sure I can pronounce this, but Gvelesiani, as my affidavit and as in my summary in the joint expert’s report, this uses an approach of caching or collecting up harvesting information from multiple systems into a thing called, I think from memory, the business knowledge management system or something along those lines.  BKMS repository.  Then I interpret, in Gvelesiani, the system queries this local data source that has been built up to now be used to Browse or query the information to explore it.  So, again, user has not got live up-to-date data.  They don’t know that.  And if you like, the data available to the user to query is kind of fixed and what has been put in that BKMS.  So I took this very different approach to the problem and solution that has been claimed in the 164 and 413 patents.’

The Applicants submitted that the invention disclosed in the Patents differed from Gvelesiani in the following respects:
(a) it did not involve searching of remote data sources since the BKMS was not in the hands of a third party but was the result of third party sources being harvested;
(b) it did not involve the capacity to search more than one data source since it could only search the BKMS;
(c) it did not generate any network representation by querying a remote data source; and
(d) it did not involve a purchasing step.
As to (a), I have already construed remote data source in the Patents to include data sources which can be parts of different logical systems – Professor Takatsuka drew my attention to [55] of Gvelesiani which was in these terms:
‘[0055]	The BKMS 410 may be implemented in a distributed environment comprising multiple, even heterogeneous, computer systems and networks.  For example, in one embodiment, visualization engine 411, the analysis engine 412, the business data gathering engine 413, the user interface engine 414, and the BKMS API 15 are all located in physically different computer systems.   In another embodiment, various modules of the BKMS 410 are hosted each on a separate server machine and may be remotely located from tables and/or other data stored in the data repository 416.’

He expressed the view that the BKMS could be implemented outside of the logical system.  Professor Grundy did not agree.  However, regardless of whether the BKMS can be in a different logical system, it seems to me that the BKMS is contemplated in [55] to be a remote data source (as I have construed it).  The ‘analysis machine’ and the BKMS may be located in physically separate computers.  Accordingly, I do not think that the Patents vary from Gvelesiani in relation to the issue of remote data sources.
As to (b), the Respondent relied on the fact that the data in the BKMS was harvested from remote data sources; it was said that there was no material difference between data flowing through the BKMS than arriving directly.  I do not agree.  Gvelesiani does not provide any capacity to query a data source other than the BKMS.  The harvesting process does not involve querying.
I accept, therefore, that the Patents do vary from Gvelesiani in that regard.  However, for the reasons I have already given I am not satisfied that that variation contributed substantially to the working of the invention.
As to (c), the Respondent submitted that Gvelesiani did describe the modification of the business knowledge map in response to user interaction.  The relevant parts were [71]-[75].  It is not necessary to set these out in full but I will set out [71]:
‘[0071]	Specifically, in step 701, the routine determines a relationship map modification action.  Such an action may be based on one or more user input events generated by a user operating a client application, such as a selection (e.g., mouse click, hover, etc.) of one or more elements of a displayed relationship map and/or specification of a filtering, searching, or other operation (e.g., by selecting a menu item, clicking an action button, etc.).’

I do accept that Gvelesiani does provide for the generation of a network representation.  Since I accept that the BKMS may be a remote data source it follows that the invention does not differ from Gvelesiani.
As to (d), it is true that the data in the BKMS may have been purchased, either directly, or by means of subscription. However, the way I have construed the purchase step in both Patents such activities are not encompassed in the purchasing step contemplated by the Patents.  I therefore accept that the invention differs from Gvelesiani in respect to this purchase step.  Further, I am satisfied that the purchase step involves a substantial contribution to the working of the invention.  The invention involves an innovative step over Gvelesieni.
VI.    Disclosure
Section 40(2)(a) of the Act requires the specification to ‘disclose the invention in a manner which is clear enough and complete enough for the invention to be performed by a person skilled in the art’.  The Respondent submitted that the defining characteristics of the invention as claimed was the requirement that the data sources to be accessed or queried should be ‘remote data sources’.  Yet nothing in the specification of either Patent gave any hint as to why that limitation should exist.  It was said that the invention variously described in the specifications was ‘database agnostic’.
As I have construed the expression remote data sources it only means a data source which is in some ways separate from the system querying it.  The remoteness can be satisfied when the system is distributed over several machines or over a network. They could be situated inside one logical system or they could be in different logical systems.  So construed, the invention as claimed does not require the querying of third party data sources.  
The specification for both Patents has several reference to the use of local, as opposed to remote, data sources:  see, e.g., 164 Patent at [47] (‘such as by examining internal data’), [51] (‘can utilise the search to perform a search of data stored locally’), [72] (‘for example, the process could be performed on a stand alone computer system’) and [149] (‘This allows the processing system… to consume various types of data from local or remote hosting…’).  Similar references can be found in the 413 Patent.
The specifications are, therefore, indifferent as to whether the data sources need to be remote or local. The invention described in them is unconcerned with issue of whether the data sources need to be remote.  Yet the invention as claimed involves only a method which involves querying remote data sources.  In that sense, the invention claimed is narrower than the invention disclosed.  The narrowing is perhaps not very substantial given the very broad reading I would give the expression ‘remote data sources’.  Nevertheless, I accept that what is claimed is not the same as what is described in the specification.  As disclosed, the querying of ‘remote data sources’ is not an essential part of the invention yet the invention as claimed has this moderately limiting feature.
From that conclusion a short legal debate between the parties then ensued.  For the Applicants it was said that it did not matter that the invention as claimed was not identical to the invention described in the specification.  Rather, all s 40(2)(a) required was that the description in the specification should enable a person skilled in the art to perform the invention.
The Respondent agreed that the specifications were sufficient to enable a person skilled in the art to perform the invention.  But it denied that this was all that s 40(2)(a) required.  It submitted that s 40(2)(a) also required that the disclosure of the invention in the specification should be clear.  In terms it was said that s 40(2)(a) picked up the old ‘fair basis’ requirement of a real and reasonably clear disclosure.
The dispute between the parties is really about the effect of amendments made to s 40(2)(a) by the Intellectual Property Laws (Raising the Bar) Act 2012 (Cth) (‘the RTB Act’).  Prior to the passage of that amending Act, s 40(2)-(3) had provided:
‘(2)	A complete specification must:
(a)	describe the invention fully, including the best method known to the applicant of performing the invention; and
(b)	where it relates to an application for a standard patent – end with a claim or claims defining the invention; and
(c)	where it relates to an application for an innovation patent – end with at least one and no more than 5 claims defining the invention.
 (3)	The claim or claims must be clear and succinct and fairly based on the matter described in the specification.’

Following the passage of the RTB Act it looked like this:
‘(2)	A complete specification must:
(a)	disclose the invention in a manner which is clear enough and complete enough for the invention to be performed by a person skilled in the relevant art; and
(aa)	disclose the best method known to the applicant of performing the invention; and
(b)	where it relates to an application for a standard patent – end with a claim or claims defining the invention; and
(c)	where it relates to an application for an innovation patent – end with at least one and no more than 5 claims defining the invention.
 (3)	The claim or claims must be clear and succinct and supported by matter disclosed in the specification.’
 
The earlier form of s 40(2)(a) had, therefore, required that the invention be described fully.  The concept of the ‘invention’ had been interpreted to mean ‘the embodiment which is described, and around which the claims are drawn’:  Kimberly-Clark Australia Pty Limited v Arico Trading International Pty Limited [2001] HCA 8; 207 CLR 1 at 15 [21].  The former requirement of s 40(2)(a) that the invention, in that sense, be fully described was interpreted as having two requirements 
(a) the specification had to make the nature of the invention plain to persons having reasonably competent knowledge of the subject; and
(b) it also had to make plain, to persons having reasonable skill, how to perform the invention.
(see Patent Gesellschaft AG v Saudi Livestock Transport and Trading Company (1997) 37 IPR 523 at 530 per Carr J, Jenkinson and Sackville JJ agreeing)
The immediate question is whether that previous interpretation of the expression ‘describe the invention fully’ as including a requirement of making plain the nature of the invention to persons of reasonably competent knowledge of the subject has survived into the amended form of s 40(2)(a) which no longer includes that expression.
In my view, the former requirement that the specification must make the nature of the invention plain, has not survived into the new form of s 40(2)(a).  In summary the reasons for this are as follows:
(a) section 40(2)(a) does not say that there is such a requirement as a matter of ordinary language;
(b) whilst it is plain that s 40(2)(a) was amended so as to include a requirement of enablement across the width of the claims, there is nothing in the secondary materials which indicated one way or the other whether it was intended to remove the former requirement of making the nature of the invention plain; and
(c) accordingly, there is no reason to seek to bend the words of s 40(2)(a) to mean something which they do not appear to say.
As to (a), the new form of s 40(2)(a) contains a requirement as to a clear disclosure but it is expressed to be ‘clear enough and complete enough’ for a particular purpose viz ‘for the invention to be performed by a person skilled in the relevant art’.  I cannot see that any part of the wording of the new s 40(2)(a) which lends itself to being interpreted as containing a further requirement that the nature of the invention be made plain.  Even if, which I do not accept, there was some peg in the language of s 40(2)(a) upon which such an interpretation might be hung, I do not see how it could be rescued from the purposive effect of the phrase ‘for the invention to be performed by a person skilled in the relevant art’.  In short, s 40(2)(a) does not say as a matter of ordinary language that the specification must make the nature of the invention plain.
As to (b), it is of course necessary to examine the context in which the amendments made by the RTB Act occurred.  ‘[T]he modern approach to statutory interpretation (a) insists that the context be considered in the first instance, not merely at some later stage when ambiguity might be thought to arise…’:  CIC Insurance Limited v Bankstown Football Club Limited [1997] HCA 2; 187 CLR 384 at 408 [88].  The only item of contextual material relied upon by the Respondent was the Explanatory Memorandum to the Bill for what was to later become the RTB Act.  The following passages are relevant:
(a) In the introductory comments, under the heading ‘Raising the quality of granted patents’ this was said:
‘This schedule contains a number of amendments to strengthen the key tests for patentability and ensure rigorous scrutiny of patent applications.  The amendments address concerns that patent thresholds in Australia are too low, making patents too easy to get and discouraging follow-on innovation.  The amendments also seek to give patentees and the public greater certainty in the validity of granted patents.
Broadly the amendments are intended to achieve four objectives:
…
Thirdly, the amendments seek to ensure that the public receives sufficient disclosure of the invention in return for the monopoly granted to the patentee.
…’

(b) At item 8 there is a discussion of the amendment to s 40(2)(a):
‘This item amends paragraph 40(2)(a) by imposing the requirement that a patent specification must disclose the invention in a manner which is clear enough and complete enough for the invention to be performed by a person skilled in the relevant art.  This is intended to align the disclosure requirement with that applying in other jurisdictions with the effect that sufficient information must be provided to enable the whole width of the claimed invention to be performed by the skilled person without undue burden, or the need for further invention.  This more clearly reflects a fundamental principle of the patent system:  in exchange for the exclusive rights given to the patentee, the patentee must share with the public the information necessary to make and use the invention.
An application for a standard patent must be accompanied by a complete specification, which fully describes the invention for which patent protection is sought – s 40(2)(a)  There are two aspects of this requirement:
the specification must make the nature of the invention plain; and
the specification must make it plain how to make or perform the invention.
The person reading the specification is assumed to have reasonably competent knowledge of and skill in the relevant technical field.
Recent case law has clarified the extent of the current description requirement.  It is met if the applicant discloses enough to enable the person reading the specification to produce something within each claim without new inventions or additions or prolonged study of matters presenting initial difficulty.  Despite the fact that multiple examples or embodiments of the invention may be claimed, enabling only one is sufficient. There are two problems with this:
a patentee may gain protection over something which they have not sufficiently disclosed:  the monopoly extends beyond the knowledge that the patentee has shared with the public; and
other innovators do not have the information necessary to allow them to improve on embodiments that have not been disclosed:  this hinders follow-on innovation and denies to the public the benefits of subsequent improvements on the invention.
An alternative to the existing Australian description requirement is the more stringent requirements that the skilled person reading the specification must be able to perform the invention across the whole width of the claims, not merely in relation to one among other embodiments within their scope.  This requirement is consistent with the principle that the description accords with the scope of the monopoly granted.
The item is intended to modify the wording of paragraph 40(2)(a) of the Act so as to require enablement across the full width of the claims, while adopting language that is consistent with that used in other jurisdictions. The wording in the amendment is similar to s 14(3) of the UK patents legislation, which has been interpreted as imposing this requirement.  The wording is also similar to art 83 of the European Patent Convention, which has been interpreted with similar effect.  The intention is that paragraph 40(2)(a) be given, as close as is practicable, the same effect as the corresponding provisions of UK legislation and the European Patent Convention.
(emphasis in original) 
(footnotes omitted)

The Respondent submitted that removing the requirement of making the nature of the invention plain would hardly be raising the bar.  There may be some rhetorical force in that flourish.  Nevertheless, it seems to me that whilst the Explanatory Memorandum clearly demonstrates that its authors were aware of the former requirement of making the nature of the invention plain, it is silent on what they intended for the former requirement to continue.  The entire discussion of the authors is given over to the second requirement of enablement.  I think the better view is that the Exploratory Memorandum is silent on the topic of whether it was intended to remove the requirement to make the nature of the invention plain.
As to (c), there is accordingly no reason to depart from the language of s 40(2)(a) as it now stands.  
It follows that the only requirement now in s 40(2)(a) relates to enablement.  Since the Respondent no longer advances a case that the specifications do not enable a person skilled in the relevant art to perform the invention, its case under s 40(2)(a) must fail.
VII.    Support
Section 40(3) of the Act requires that the claims ‘must be clear and succinct and supported by matter disclosed in the specification’.  If this means what it appears to say then I do not doubt that the claims in the Patents satisfy this requirement.  Whilst the specifications are ‘agnostic’ as to whether the data sources must be remote or not and the claims only relate to remote data sources, the latter is clearly supported by the former.
The Respondent submitted, however, that it was established that a narrowed claim might yet fail to be fairly based.  To the objection that the concept of fair basis in the previous form of s 40(3) appeared to have been removed by the RTB Act, the Respondent submitted that the amendments had only ‘strengthened’ the fair basis requirements.  The written submission was that the new form of s 40(3) was a ‘strengthened form of fair basis’ (emphasis in original).
The language of the current form of s 40(3) and its earlier form are set out above.  The language of the new s 40(3) does not support the idea that the fair basis test survived the amendments brought about by the RTB.  Nor does the Explanatory Memorandum which starts by saying ‘This amends the Act to replace the ‘fair basis’ requirement with a ‘support’ requirement’.  It goes on to explain that the idea was to replace the High Court’s approach in Lockwood Security Products Pty Limited v Doric Products Pty Limited [2004] HCA 58; 217 CLR 274 with an approach based on the idea of ‘support’ which was said to have two elements:
‘[T]he terms ‘support’ and ‘full support’ pick up two concepts:
there must be a basis in the description for each claim; and
the scope of the claims must not be broader than is justified by the extent of the description, drawings or contributions to the art.’
I do not accept, in light of these matters, that the former law about fair basis has any continuing vitality with respect to the new provision.
Accordingly, I accept that both Patents comply with s 40(3).
VIII.   Priority Date
(a)   Two Arguments by the Respondent
The Respondent submitted that for two distinct reasons the priority date of both Patents should not be 25 March 2013, that being the date on which the 921 Priority Document was filed.  Rather, the Respondent submitted that priority dates should be 19 September 2014 for the 164 Patent and 28 November 2014 for the 413 Patent, those being the respective dates of filing.  
The 164 and 413 Patents are divisional patents out of that application under s 79B of the Act.  As such, their priority date is specified in s 43(2) and (3) as follows:
‘43  Priority dates
…
(2)  	The priority date of a claim is:
(a) 	if subsection (2A) applies to the claim—the date determined under the regulations; or
(b) 	otherwise—the date of the filing of the specification.
…
(3)  	Where a claim defines more than one form of an invention, then, for the purposes of determining the priority date of the claim, it must be treated as if it were a separate claim for each form of the invention that is defined.
…’

The basic rule in s 43(2) is that a patent (which includes an innovation patent) has its priority date as the date on which it was filed.  If this basic rule applied then the 164 Patent would have a priority date of 19 September 2014 and the 413 Patent would have a priority date of 28 November 2014.  This matters because the issues of innovative step under s 7(4) involved an analysis which focused on what happened before the priority date.  Both sides agreed that if the priority date for both Patents is not 25 March 2013 but rather the later dates then both Patents are invalid.  This is because the Encompass Platform was publicly launched on 26 March 2013 and will self-anticipate both Patents if they have a priority date after 25 March 2013.
To avoid that outcome, the Applicants must avoid the default rule in s 43(2)(b) (‘otherwise’) which means they must bring themselves within s 43(2)(a).  It will only apply if s 43(2A) applies and, if it applies, the priority date will be that determined under the ‘regulations’.  Turning then to s 43(2A) it also has two requirements before it is enlivened.  First, it must be the case that ‘prescribed circumstances apply to the invention defined in the claim’ (s 43(2A)(a)) and, secondly, that (relevantly) ‘a prescribed document discloses… the invention in the claim in a manner that is clear enough and complete enough for the invention to be performed by a person skilled in the relevant art’ (s 43(2A)(b)).
The Respondent raises two arguments. First, it says that there are no prescribed circumstances which apply or prescribed documents which disclose within the meaning of s 43(2A).  Hence, it does not apply and the priority date is fixed by the default rule in s 43(2)(b).
Secondly, if s 43(2A) is enlivened then it nevertheless does not apply because the matter is set out in subs (b) is not satisfied.  This is submitted to be the case because the 921 Priority Document does not disclose ‘the invention in the claim in a manner that is clear enough for the invention to be performed by a person skilled in the relevant art’.  Consequently, the default rule in s 43(2)(b) applies (and the Patents are invalid).
(b)    No prescribed circumstances or documents
Section 43(2A) of the Act enlivens the possibility of circumstances and documents being prescribed by regulation.  The parties agreed that the only regulation which was a candidate for doing so was reg 3.13D of the Patents Regulation 1991 which of the relevant time provided:
‘3.13D Priority date for divisional application filed prior to grant of patent
(1)	This regulation applies to a claim if:
(a)	the specification containing the claim that defines the invention was filed for:
(i)	a divisional application under section 79B of the Act; or.
(ii)	a complete application that has been amended to become a divisional application under section 79B of the Act; and
(b)	a document mentioned in subregulation (2) clearly discloses the invention in the claim.
(2)	For paragraph (1)(b), the documents are:
(a)	the specification mentioned in subsection 79B(1) of the Act (the earlier specification), unless:
(i)	the deposit requirements must be satisfied in relation to the invention to comply with paragraph 40(2)(a) of the Act; and
(ii)  	when the divisional application under section 79B of the Act is made, the period prescribed in subregulation 1.5(1) has ended in relation to the earlier specification; and
(iii)	the requirements of paragraph 6(c) of the Act are not satisfied in relation to the earlier specification; and
(b)	the complete specification for the divisional application, if:
(i)	the invention in the claim relates to a micro‑organism; and
(ii)	the earlier specification is a prescribed document; and
(iii)	on the date when the first application was made, the earlier specification included the relevant information on the characteristics of the micro‑organism that was known to the applicant; and
(iv)	on the date when the first application was made, the earlier specification clearly disclosed the invention, other than in relation to the description of the micro‑organism; and
(v)	the requirements of paragraph 6(c) of the Act are satisfied by the complete specification for the divisional application; and
(vi)	the micro‑organism was deposited with a prescribed depository institution, in accordance with the rules of the Budapest Treaty, on or before the date when the first application was made.
(3)	Subject to regulation 3.12, the priority date is the priority date that the claim would have had if the claim was in the earlier specification.’

It will be seen that the reg 3.13D does not say, in terms, that particular circumstances or documents are ‘prescribed’.  Subregulation 3.13D(1) does set out, what are in substance, ‘circumstances’ in subreg (1)(a) and it certainly sets out ‘documents’ in subreg 1(b).  The Respondent’s point was that neither had been ‘prescribed’.
I reject this argument.  On the hypothesis that the Respondent’s argument is correct, reg 3.13D has no operation and is meaningless.  The whole point of the machinery of s 43(2A) is to provide for a priority date to be determined by the regulations:  s 43(2)(a).  Subregulation 3.13D(3) does this.  Yet no occasion could arise under s 43(2)(a) for the regulations to fix such a date unless s 43(2A) already applied and that could only be the case if there were already prescribed circumstances and documents. The interpretation therefore renders subreg 3.13(3) otiose.  Further, it means that subregs 3.13D(1) and (2) have no work to do for if they are not prescribing circumstances and documents then they are doing nothing.
Such a construction would be one that the Court is bound to strive against as the High Court explained in Project Blue Sky Inc v Australian Broadcasting Authority [1998] HCA 28; 194 CLR 355 at 382 [71]:
‘71	Furthermore, a court construing a statutory provision must strive to give meaning to every word of the provision.  In The Commonwealth v Baume Griffith CJ cited R v Berchet to support the proposition that it was "a known rule in the interpretation of Statutes that such a sense is to be made upon the whole as that no clause, sentence, or word shall prove superfluous, void, or insignificant, if by any other construction they may all be made useful and pertinent".’
(footnotes omitted)

I do not think that one needs to strive very hard to achieve this outcome.  Something is ‘prescribed’, in this context, if it is defined or set out. Regulation 3.13D prescribes circumstances and documents by setting them out.  It does not have to use the word ‘prescribed’ if it is clear that is what the regulation is doing.  I therefore reject this argument.
(c)    Failure of Priority Document to give prior disclosure in accordance with s 43(2A)(b)
The Respondent submitted that the 921 Priority Document did not contain any reference to remote data sources and that its claims permitted the use of any database, local or remote. The Respondent then repeated the argument it had put under s 40(2)(a) of the Act.  In Part VI above I rejected its argument that s 40(2)(a) continued to contain a requirement that the specification disclose clearly the nature of the invention.  I reject the Respondent’s cognate argument about s 40(2A)(b).  I accepted, in the context of s 40(2)(a), that enablement was satisfied in the case of the 164 and 413 Patents which, in light of the way I have construed s 40(2)(a), was the end of its argument on this point.
The Respondent then submitted that the 921 Priority Document did not disclose the invention in the Patents in a manner clear enough for the invention to be performed by a person skilled in the art.  This was because it did not disclose a mandatory use of a remote data source.  If it did not do that it could not disclose the invention in those Patents whose claims made remote data sources mandatory.
The 921 Priority Document does not contain any reference to remote data sources.  It certainly assumes the searching of databases but it is quite indifferent as to whether those databases are local or remote.  Nevertheless, part of the problem described in the 921 Priority Documents concerns the existence of multiple data sources.  Thus at [3]-[5] this is said:
[0003]	There are very many electronic data collections containing information about entities, such as companies, individuals, or the like. Typically such sources of data are a mixture of publically [sic] available and restricted access data repositories and including information regarding land ownership, association with corporate entities, police records, or the like.  However, having the information provided across multiple different repositories makes identifying and accessing relevant information difficult, meaning pertinent information is often overlooked when performing searches relating to entities.
[0004]	Whilst a number of federated search mechanisms for searching across multiple data sources and aggregating results exist, such as those described in US20090006332, US8321444 and EP2176792A1, these are not typically user friendly and have limited abilities to data stored in different formats, making these difficult to use of unskilled individuals, and making them unsuitable for identifying business related information.
[0005]	Whilst method and systems of determining and evaluating business networks for forming business relationships exist, such as those described in US-8249903, US20080086343 and US20120316903, these deal with identifying paths through business networks and are not particularly useful for identifying information relating to specific entities across multiple disparate data sources.

A person skilled in the art would understand that the method disclosed in the 921 Priority Document could be applied to local databases, remote databases or even a mixture.  I do not accept the Respondent’s submission that the 921 Priority Document does not disclose an invention which mandates accessing remote data sources.  This is because the proper characterisation of the 164 and 413 Patents is as proper subsets of what is disclosed in the 921 Priority Documents.  
Accordingly, I do not accept the Respondent’s submission on priority date.  The priority date for both Patents is 25 March 2013.
IX.    Manner of Manufacture
(a)    Manner of Manufacture
By s 138(3)(b) of the Act a patent may be revoked if ‘the invention is not a patentable invention’.  A ‘patentable invention’ by s 18(1A)(a) is an invention which, so far as is claimed in any claim ‘is a manner of manufacture within the meaning of s 6 of the Statute of Monopolies’.  Relevantly, s 6 of the Statute of Monopolies 1623, 21 Jac 1 c 3 provides relevantly as follows:
‘Letter Patents and Grants of Privilege for…the sole working or making of any manner of new Manufactures within this Realm, to the true and first Inventor and Inventors of such Manufactures, which others at the time of making such Letters Patents and Grants shall not use, so as also they be not contrary to the Law, nor mischievous to the State, by raising prices of Commodities at home, or hurt of Trade, or generally inconvenient…’
(emphasis added)
So s 6 erects a requirement that there be a manner of manufacture.  The Respondent submitted that the Patents do not disclose a manner of manufacture and hence cannot be the subject of letters patent under the Act.
(b)   Principles
The following principles appear to be established:
1. Unlike the construction of an ordinary statute it is accepted that the application of the expression ‘manner of …Manufactures’ does not involve a search for the meaning of those words.  This is because the concept of manufacture has been constantly growing.  Attempts to capture the idea in a formula of words have generally turned out to be outflanked by the very technological advances sought to be regulated:  National Research Development Corporation v Commissioner of Patents [1959] HCA 67; 102 CLR 252 (‘NRDC’) at 269-270.
2. The correct question is, therefore, not whether the invention in question is a manner of manufacture but rather whether it is a proper subject of letters patent according to the principles which have been developed for the application of s 6 of the Statute of Monopolies:  NRDC at 269.  Whilst the Court will never err in asking that question, as framed it is unlikely to provide practical guidance, so it seems at least to me, for its correctness springs from its circularity.
3. In NRDC (at 277) the Court ultimately found it useful to pose two questions:
i) does the invention consist of an artificially created state of affairs; and
ii) is its significance is economic.
However, in light of its earlier remarks this was not intended by the Court to be definitive or to replace the ideal formulation in (2).  It is therefore erroneous to apply these two limbs mechanically in order to determine whether a particular invention is within s 6:  Research Affiliates LLC v Commissioner of Patents [2014] FCAFC 150; 227 FCR 378 at 400 (‘Research Affiliates’) at [102].
4. Reasoning by analogy is an acceptable way of reasoning in cases about s 6:  NRDC at 272.
5. This Court has upheld patents for methods of using a computer in three cases.  These are:  International Business Machines Corporation v Commissioner of Patents (1991) 33 FCR 218 (‘IBM’) (method for generating curves on computer graphics screens); CCOM Pty Ltd v Jiejing Pty Ltd [1994] FCA 396; 51 FCR 260  (‘CCOM’) (method for storage and retrieval of Chinese characters on a computer); and Welcome Real-Time SA v Catuity Inc [2001] FCA 445; 113 FCR 110 (method for keeping track of rewards on loyalty cards).
6. In one case the Court has held that a method utilising a computer does not disclose a patentable invention because it involved no more than a non-patentable business system embodied in a computer:  Research Affiliates (method of using a computer to generate a securities index).
7. In determining whether a method of using a computer involves a patentable invention, the NRDC two-limb test may be often satisfied even though the invention is not patentable.  This is because of the breadth of the concept of an artificially created state of affairs.  Where a method utilising a computer is involved it may be more useful to ask whether the invention involves the mere implementation of an abstract idea in a computer (not patentable) or whether it involves the implementation of an abstract idea that creates an improvement in the computer (patentable):  Research Affiliates at 400 [104] citing Thomas J in Alice Corporation Pty Ltd v CLS Bank International 134 S Ct. 2347 (2014).
8. Viewed that way, it is difficult to see how a business system embodied in a computer can ever be an improvement in the computer.
Turning to this case, I have no doubt that the invention claimed in the Patents passes both limbs of the ‘test’ in NRDC:  it brings about an artificially created state of affairs consisting of the network diagrams generated from querying remote data sources.  Further, the significance of that state of affairs is economic.
But the satisfaction of that two-step test is not enough as Research Affiliates at [102] emphasises.  It is then necessary to ask whether the method (or apparatus) disclosed in the Patents involves the implementation of an abstract idea which, in the language of Research Affiliates at [104], results in ‘an improvement in the computer’.  Or, to use the language of the Full Court in Commissioner of Patents v RPL Central Pty Ltd [2015] FCAFC 177; 238 FCR 27 at 50 [99], whether to the contrary it can be said that the method ‘merely requires generic computer implementation’. 
This is a most difficult test to apply in a case such as the present for it raises the question of what an improvement in the computer is.  In some senses, any form of software residing in a computer which performs a task is an improvement in the computer because without it the computer could not perform the task.  Plainly, that is not what was intended. Certainly, ‘improvement’ seems designed to capture the computer performing some activity which it was not possible to perform prior to the method.  Thus in IBM the method for drawing the curves without using floating point arithmetic opened the way for the computer to be used more efficiently than had been previously possible and, I suppose, the method for using Chinese characters in CCOM might arguably be seen the same way (although that seems less clear to me). 
In this case, the method disclosed in the Patents (and the apparatus) result in the computer being used to do something it has not been used to do before.  But it is not clear to me that in doing so they have improved the functionality of the machine.  This is because the method (and apparatus) merely involve a concatenation of three other methods, none of which is new: the use of a network representation, the querying of remote data sources and the use of a purchasing step. 
It is true that I have accepted that the addition of the purchasing step has the consequence of providing an innovative step.  But it does not follow that the method and apparatus involve any improvement in the computer.  None of the three elements of the claims is, in itself, an improvement in the functionality of a computer.  I would accept the combination of the three elements in the innovative way disclosed in the Patents certainly provides an enhanced experience for the user of the computer.  But it is not self-evident that there is a necessary connexion between an enhanced user experience and an improvement in the computer.  In this case, so it seems to me, the enhanced user experience results from the combination of well-known computing mechanisms.  But unless that combination can itself be said to have brought about an improvement in the computer this will be beside the point. 
Viewed that way, I do not see that the combination of features is of the same character as the curve generating method in IBM.  I have more difficulty in distinguishing it from the Chinese character method in CCOM but that case may, perhaps, be characterised in the same way.  In any event, it is difficult to see how a person could use the method and apparatus disclosed in the Patents to do something with a computer which could not already be done.  An improvement in the computer does not result.  For that reason I do not think that the Patents involve a manner of manufacture and they are accordingly invalid.
I should note for completeness that the Applicants did submit that the reliance by the Full Court in Research Affiliates on the judgment of Thomas J in Alice was misplaced.  It is not open to a single judge to entertain that submission.
X.    Secret Use
(a)    Multiple Alleged Secret Uses
By s 18(1)(d) an invention is patentable if:
‘18  Patentable inventions
Patentable inventions for the purposes of a standard patent
(1)  	Subject to subsection (2), an invention is a patentable invention for the purposes of a standard patent if the invention, so far as claimed in any claim:
…
(d)	was not secretly used in the patent area before the priority date of that claim by, or on behalf of, or with the authority of, the patentee or nominated person or the patentee’s or nominated person’s predecessor in title to the invention.
…’

The Respondent alleged, with characteristic editorial self-discipline, just 22 secret uses.  These may be clumped together in four sets:  
1. showing the video to five sets of employees of potential clients and offering to licence the product to those potential clients.  This was alleged to have occurred in the period between 21 December 2010 and 7 June 2011;
2. various dealings with SAI Global;
3. various dealings with Veda Advantage; and
4. various dealings with RP Data.
The issues arising from these allegations were, first whether insofar as the secret use alleged consisted of showing third parties the video, this was not a ‘use’ of the claimed invention and hence not a secret use.  Secondly, the Applicants relied on s 9 of the Act which provides as follows:
‘9  Secret use
For the purposes of this Act, the following acts are not to be taken to be secret use of an invention in the patent area:
(a)	any use of the invention by or on behalf of, or with the authority of, the patentee or nominated person, or his or her predecessor in title to the invention, for the purpose of reasonable trial or experiment only;
(b)	any use of the invention by or on behalf of, or with the authority of, the patentee or nominated person, or his or her predecessor in title to the invention, being use occurring solely in the course of a confidential disclosure of the invention by or on behalf of, or with the authority of, the patentee, nominated person, or predecessor in title;
(c)	any other use of the invention by or on behalf of, or with the authority of, the patentee or nominated person, or his or her predecessor in title to the invention, for any purpose other than the purpose of trade or commerce;
(d)	any use of the invention by or on behalf of the Commonwealth, a State, or a Territory where the patentee or nominated person, or his or her predecessor in title to the invention, has disclosed the invention, so far as claimed, to the Commonwealth, State or Territory;
(e)	any use of the invention by or on behalf of, or with the authority of, the patentee or nominated person, or his or her predecessor in title to the invention, for any purpose, if a complete application is made for the invention within the prescribed period.
[Note: See also paragraph 18(1)(d)]’

This gave rise to a debate between the parties as to who bore the onus of proving (or disproving) the matters in s 9.  Thirdly, the Applicants submitted that each of the alleged uses was subject to confidentiality obligations and hence fell within s 9(b).  Fourthly, it was alleged by the Applicants that each of the uses of the Encompass Platform relied upon by the Respondent was for the purpose of a reasonable trial within the meaning of s 9(a).  Fifthly, it was submitted that some of the uses involved commercial exploitation of the invention which would not occur until 26 March 2012.  Sixthly, the only situation where there had been a use of all of the integers of the invention was just before the commercial launch of the Encompass platform in the period 5-6 March 2012 when the product was trialled with one of SAI Global’s customers.  This was to assist in development and was to be seen as a reasonable trial within s 9(a).
(b)    Principles
First, secret use is concerned with a patentee reaping a commercial benefit and enjoying a period of de facto monopoly through secret use before the priority date:  Bristol-Myers Co v Beecham Group Ltd [1974] AC 646 at 680-81 per Lord Diplock.  This involves a practical test:  ‘has what occurred amounted to a de facto extension of the patent term?  The answer to this will usually depend upon whether the patentee reaped commercial benefit from what was done before the priority date’:  Azuko Pty Ltd v Old Digger Pty Ltd [2001] FCA 1079; 52 IPR 75 at 134 [181] per Gyles J, Beaumont J agreeing on this issue at 107 [72].
Secondly, the onus of proof in relation to s 9 lies upon the would-be revoker including the onus of excluding reasonable trial and experiment:  Coretell Pty Ltd v Australian Mud Company Pty Ltd [2017] FCAFC 54; 250 FCR 155 at 203 [227] per Burley J (Jagot and Nicholas JJ concurring);  Grove Hill Pty Ltd v Great Western Corporation Pty Ltd [2002] FCAFC 183; 55 IPR 257 (‘Grove Hill’) at [221] per Dowsett J (French and Gyles JJ agreeing).  
Thirdly, a use may be a reasonable trial or experiment within s 9(a) if the purpose was to prove the concept, to see if the invention performed appropriately or to see if any changes were needed:  Grove Hill at [226], [231] and [233].
Fourthly, if the true purpose of a prior use is trial or experimentation and that use is reasonable, any collateral commercial advantage to the inventor is irrelevant:  Grove Hill at [229].
(c)    Use of the invention by showing the video
The Applicants denied that by showing the video they were using the invention.  I accept that by showing the video they were not demonstrating the Encompass Platform which did not then exist.  But the question is not whether they were using the platform, it is whether they were using the invention.  Because the invention included a method it is quite possible for it to be demonstrated before the platform came into existence.  It was accepted that the video disclosed each of the integers of the claim.  I therefore conclude that the demonstration of the video did involve a use of the method described in the Patents.
(d)    The Alleged Secret Uses involving the ASX, the NSW OSR, Dunn & Bradstreet, Lawler Partners and the Australian Taxation Office
The Australian Stock Exchange
On 21 December 2010 Encompass demonstrated the video to two employees of the ASX, Mr Ken Chapman and Ms Brooke Penfold.  This is known because it is set out in a statutory declaration prepared by Mr Johnson on 16 April 2012.  The point of the declaration was to establish to the satisfaction of the Trade Marks Office that Encompass had been making ‘extensive’ use of the Encompass mark.  The Respondent submitted that no confidentiality agreement had been discovered by the Respondent between Encompass and the ASX.  I so find.  Mr Carson recalled this meeting and said that he believed the meeting had been confidential.
Mr Carson did not say this but I infer that the purpose of the meeting was to demonstrate the video.  It seems to me likely that the occasion would have been confidential in the sense that the ASX was not free in law or equity to do as it wished with the information disclosed to it.  But regardless, it is not demonstrated by the Respondent how Encompass reaped a commercial benefit from this meeting.  The detail is simply lacking.
The NSW Office of State Revenue
The same evidence establishes that a similar meeting at which the video was shown took place with officers of the OSR on 12 January 2011.  There is a confidentiality agreement of the same date which required the OSR to keep what it was told confidential.  Accordingly, the matter in s 9(b) is established and secret use fails.
Dun & Bradstreet
The same evidence establishes that the video was shown to employees of Dun and Bradstreet on 17 February 2011.  It is apparent from email exchanges between 18 and 28 April 2011 passing between the two firms that a non-disclosure agreement had been executed. Accordingly, the secret use case fails under s 9(b).
Lawler Partners
The same evidence establishes that the video was shown to Lawler Partners on 4 March 2011.  A confidentiality agreement was signed.  The claim fails under s 9(b).
The Australian Taxation Office
On 7 June 2011 and 1 February 2012 the video, slightly changed to be branded in the ATO’s colours, was shown to staff of the ATO.  However, a confidentiality agreement was in place and the claim fails under s 9(b).
(e)    SAI Global
During 2011 Encompass was seeking to interest large information brokers in the merits of its proposed product.  It began negotiations with one such broker, Veda Advantage, on 1 February 2011.  On 27 April 2011, whilst those negotiations were continuing, it had a meeting with another information broker, SAI Global (formerly Espreon) which included Mr Peter Mullins. During the meeting the video was shown. It is quite clear, I think that the purpose of showing Mr Mullins the video was to get SAI Global interested in acquiring what would become the Encompass Platform.  In that context it would have been unthinkable that SAI Global would have been at liberty afterwards to use what had been disclosed to it for any purpose other than considering whether some sort of venture between the parties could be brought into existence.
I therefore accept that it was immediately under a duty of confidentiality. In any event, a non-disclosure agreement was executed on 16 May 2011 which certainly had that effect.  The balance of the dealings between Encompass and SAI Global (with two exceptions to which I will return) were about how Encompass and SAI Global might work together to exploit the invention.  I do not accept that the showing of the video during that process can be described as an exploitation of the Patents.  Encompass was not trying to exploit the invention; it was trying to get a co-venturer.  The thrust of the Respondent’s case on SAI Global may therefore be rejected on two grounds:  it was a confidential disclosure under s 9(b), and it was not an exploitation of the Patents.  In that last regard, the situation is not so very different to that in Innovative Agricultural Products Pty Ltd v Cranshaw [1996] FCA 654; 35 IPR 643 at 657.  Admittedly in the context of novelty arguments, it was there held that an attempt to get venture capital to assist in obtaining a patent which involved the use of a prototype was not anticipatory use.  Of course that is not the precise legal description of the relationship between SAI Global and Encompass, but it is not so very dissimilar.  The Court should be astute not to stifle development by preventing inventors seeking financial assistance.  Viewed that way, however, it becomes clearer still that Encompass was not exploiting the invention, as opposed to the patent for the invention, for commercial gain.
There are three minor additional arguments that need to be considered.  The first consists of a demonstration of the video by Encompass and SAI Global to the ATO on 24 October 2011. It is quite clear that this was done under a confidentiality agreement so the argument fails under s 9(b).
The second concerns the use by SAI Global employees and Encompass employees in March 2012 prior to the launch. I reject this argument.  Mr Johnson’s evidence which I accept was that this was just initial testing of the platform.  It therefore falls within s 9(a).  
The third concerns a demonstration of the Encompass Platform to an employee of Arnold Bloch Liebler on 10 February 2012 and the use of the platform by an employee of that firm on 16 March 2012 shortly before the launch.  However, it is clear from the emails setting up this use was to test the platform before the launch.  Arnold Bloch Liebler was expressly asked to identify flaws in the system.  Another purpose of the trial was, no doubt, to interest the trial customer in the product.  However it has not been shown which of these motives was the principal one.  Since the Respondent bore the onus of proof under s 9(a) it fails.
(f)    Veda Advantage and RP Data
Little time need be spent on this. Both of these firms were information brokers.  Encompass approached them for the same reason it approached SAI Global – to help it bring the invention to market.  These dealings did not involve an exploitation of the invention for the reasons I have already given.  In any event, at all times the parties were subject to obligation of confidence either arising at equity or under written confidentiality agreements.
The secret use defence fail.
XI.   Exclusive Licence
As its last submission, the Respondent denies that SAI Global is the exclusive licensee of the Patents.  This issue does not arise since I accept the Patents are invalid.  If it had arisen, the following observations would be pertinent.  To begin, the argument would have no effect on Encompass’s right to relief as the owner of the Patents, but if successful, it may have had an impact on any damages that SAI Global can recover from the Respondent.  
Section 13 of the Act provides:
‘13  Exclusive rights given by patent
(1) Subject to this Act, a patent gives the patentee the exclusive rights, during the term of the patent, to exploit the invention and to authorise another person to exploit the invention.
(2) 	The exclusive rights are personal property and are capable of assignment and of devolution by law.
(3) 	A patent has effect throughout the patent area.’

‘Exclusive Licensee’, ‘exploit’ and ‘licence’ are defined in the Schedule to the Act as follows:
‘exclusive licensee means a licensee under a licence granted by the patentee and conferring on the licensee, or on the licensee and persons authorised by the licensee, the right to exploit the patented invention throughout the patent area to the exclusion of the patentee and all other persons.
exploit, in relation to an invention, includes:
(a)	where the invention is a product—make, hire, sell or otherwise dispose of the product, offer to make, sell, hire or otherwise dispose of it, use or import it, or keep it for the purpose of doing any of those things; or
(a) where the invention is a method or process—use the method or process or do any act mentioned in paragraph (a) in respect of a product resulting from such use.
licence means a licence to exploit, or to authorise the exploitation of, a patented invention.’

The Respondent emphasised that for a licence to be exclusive it must prevent all persons including that patentee from using the patent.
The first step in the Respondent’s argument was a contention that the licensee granted by Encompass to SAI Global was not an exclusive licence in the sense.  The relevant agreement was dated 24 October 2014 and was entitled ‘Software as Service Agreement’ (‘the SasS Agreement’).
The relevant clauses are 3.1 and 3.2.  These are as follows:
‘Provision of Service
3.1	Encompass must provide the Service to SAI Global for use in the Territory during the Term and, by provision of the Hosting Services and Support Services, to procure the Service is made available in accordance with the Service Levels.
Exclusive use of Service for the Territory
3.2	Subject to clause 3.7 below, Encompass grants the right to use the Service for End Users located in the Territory exclusively to SAI Global and Encompass will not licence the Software or provide the Service to any other person, or for permitted use by any End Users, located within the Territory.’

‘Service’ and ‘Software’ are defined in cl 1.1 as follows:
‘“Service” means the service facilitating an online visual search and display of Data Products, which the Software facilitates, provided by Encompass to SAI Global under this Agreement as more particularly described in the Service Particulars in Schedule 1.
“Software” means the software and proprietary processes developed by Encompass for the visual searching and display of Data Products which is necessary in order to make available the Service.’

This does not involve a licence of the Patents.  Indeed, the SasS Agreement does not mention the Patents.  The Applicants submitted that the rights given to SAI Global under cll 3.1 and 3.2 were exclusive and this is true.  But the right is a right to use the service, not a right to use the Patents.  Further, it is Encompass which is to provide the ‘service’.
However, on 27 November 2015 Encompass and SAI Global executed a ‘Confirmatory Patent Licence Deed.’  
Relevant provision in Recital D and cl 2:
‘D.	The parties intended that, by reason of entry into the Software as a Service Agreement, all of Encompass’ rights in and to the Patents, including without limitation the right to Exploit the Patents, were solely and exclusively granted to SAI Global in Australia.

2.	SOLE AND EXCLUSIVE LICENCE
2.1	Pursuant to the Software as a Service Agreement, Encompass has granted SAI Global in Australia a royalty-free, exclusive licence to exploit:
2.1.1	the Patents, including any and all inventions claimed therein, in Australia; and
2.1.2	any divisional patent applications derived from or claiming priority from Australian Patent Application No. 201320192, including any and all inventions claimed therein, in Australia,
during the Exclusive Licence Period, to the exclusion of all other persons (“SaaS Exclusive Licence”)
2.2	To the extent that the SasS Exclusive Licence does not constitute an exclusive licence to the Patents, Encompass grants SAI Global in Australia a royalty-free, exclusive licence (within the meaning of Schedule 1 to the Patents Act 1990 (Cth)) to exploit:
2.2.1	the Patents, including any and all inventions claimed therein, in Australia; and 
2.2.2	any divisional patent applications derived from or claiming priority from Australian Patent Application No. 201320192, including any and all inventions claimed therein, in Australia,
during the Exclusive Licence Period, to the exclusion of all other persons (“Deed Exclusive Licence”).
2.3	For the avoidance of doubt, Encompass will not in Australia Exploit the Patents during the Exclusive Licence Period.’

Plainly, on its face this deed made SAI Global the exclusive licensee of the Patents.  Three days after its execution SAI Global sent its initial letter of demand to the Respondent (on 30 November 2015).  This proceeding was then commenced on 17 December 2015.
The Respondent submitted that the confirmatory deed was a sham.  The gist of this argument, as I understood it, was that Encompass was continuing to provide the service to SAI Global so that the confirmatory deed did not reflect the reality of what was going on.  Since the parties intended that Encompass would continue to provide the service it could not have been intended that SAI Global was to have an exclusive licence of the Patents.
I have no doubt that the parties intended by the Confirmatory Deed to make no change to the substance of what each was doing under the SasS Agreement but merely to regularise the position with the Patents to the extent that it needed to be regularised.  The commercial relationship disclosed in the SasS Agreement had Encompass, in effect, operating the Encompass Platform for SAI Global.  To operate that platform inevitably involves a use of the method disclosed in the Patents.  The effect of the Confirmatory Deed is that SAI Global has the exclusive right to use that method even to the exclusion of Encompass.
So there are a few different combinations of legal consequences which may be possible:
(a) the deed is effective to make SAI Global the exclusive licensee and Encompass is infringing the Patents by providing the Encompass Platform to SAI Global;
(b) the deed is effective to make SAI Global the exclusive licensee and there is an implied term in it that SAI Global licences Encompass to use the Patents to provide the Encompass Platform to SAI Global; or
(c) the deed is a sham because the parties did not intend that SAI Global should be the exclusive licensee.
It seems to me that (c) is very unlikely.  The one thing the parties wished to do was to make SAI Global the exclusive licensee.  I do not accept as a matter of fact that the parties intended a state of affairs not embodied in the Confirmatory Deed.  The question of whether Encompass is itself infringing the Patents or whether it has an implied licence to use them does not need to be answered for present purposes although my initial impression is that the suggested implied term seems plausible.
In any event, I reject the argument that the confirmatory deed is a sham.
XII.    Relief
The Respondent has lost 10 out of 11 issues prevailing only on manner of manufacture.  On that single basis, however, it is entitled to succeed.  The Applicants’ Amended Originating Application should be dismissed.  The Respondent is entitled to declarations as to the Patents’ invalidity and for orders that they be revoked.
I make the following orders:
1. Stand over for further hearing on the question of costs at 9:30 am on 26 April 2018.
2. The parties are to bring in short minutes of order giving effect to these reasons by 5 April 2018.
3. Any debate about orders be dealt with at the hearing on 26 April 2018.
4. The Respondent file and serve a submission not exceeding five (5) pages on costs within seven (7) days hereof.
5. The Applicants file and serve a five (5) page submission in response within a further seven (7) days.
6. The Respondent file and serve a three (3) page reply within a further three (3) days.
7. The reasons of the Court be embargoed until 12:00pm on 6 April 2018 and access to them be granted only to the representatives of the parties during that time.
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